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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

In reReg.No. 3872561

Frank Clegg Leatherworks LLC
Petitioner

V. Cancellation N092056574

El Group, LLG

Respondent

PETITIONER'S OPPOSITION TO RESPONDENT'S MOTION TO COMPEL

PetitionerFrank Clegg Leatherworks LLC Petitionel') hereby opposeRespondent El

Group, LLCs (“Respondent”Motion to Compel Attendance of Deposition Witnesses

This motion is yet another attempt Bgspondento force Petitoner, a small company, to
expend unnecessary financial resouines case that likely will be suspended by the Board
Respondent well knows that it has filed litigation in Massackstsehich has a bearing on the
issues in this proceeding and that Mhassachusettourt’s decision on those issues will be
binding. And Respondent also well knows that Petitioner filed with ther@adviotion to
Suspend on April 15, 2014urrently pendingin light of the filing of the Massachusetts

litigation. [Dkt. No. 19].

! As further discussed in the accompanying Declaration of MichaetSee, Respondent filed two lawsuits against
Petitioner inMassachusettSuperior Court. The first filed action was removed to federal courttitjoRer, and

was immediately voluntarily dismissed by the Plaintiffs, including Respondéms dismissal was followed by the
filing of a second lawsuit by Respondenal. against Petitioner in Massachusetts Superior Court. Petitioner has
filed in that case an answer and counterclaim, the latter &ertrark infringement and seekinigter alia,

cancellation of the registration at issue in this proceeddeglaraton of Michael J. Salvatore$alvatore DEC’),
1958, Ex. D
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Respondent’sinderlying intentas now been expose&espondenthaving previously
representethat “too many resources have attgdeen expended on this mattehen
Petitioner’'s new counsel appeared and requested an extension of the dipeoeer (there
having been no discovery prior therettgnincrediblyrefusel to consent to a suspension of this
proceedingafterhaving filed the Massachusetts litigati@nd in fachow seeks to compel
depositions in thiproceedinglespite its having fdthe Massachusetts litigatior®7 CFR §
2.117(a) and the intests of justiceequirethat Respondetg Motion to Compel be dismissed
and thathis proceedindpe suspended pending dispositiorRespondent’s recentliled

Massachusetts lawsuit, whighll have a bearing on this proceeding

FACTUAL BACKGROUND

To date, no depositions have taken place in this proceeBmigrePetitionerlearnedof
thefirst Massachusetts Superi@ourtactionfiled against it by ResponderRetitioner and
Respondent noticed depositions of the partiespectiveprincipalsin Springfield, MA
Salvatore Decl.{ 3, Ex. B.On April 14, 2014, Counsel for Respondent noticed three additional
depositions of Petitioner’s witnesses in Boston, I8Aringfield, MA, and Providence, RI,
respectively. Salvatore Decl., 4. Atthe same time that Responderticagyrthese
depositions, it was filing the first Massachusetts litigatiSalvatore Decl., { 5SRespondent’s
counsel never once mentioned that Respondent had filed a lawsuit &gitisher in
Massachusetts Superior Court, which includetér alia, a claimunder the Lanham Act, 15
U.S.C § 1114thatthe FRANK CLEGG and CLEGG marks as used by Petitioner infdinge

Respondens alleged rights ithe LOTUFF & CLEGG markat issue in this proceedingd.
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In the pending Massachusetts litigation, Respondent (and the cdiveifi3) assert that
Petitioner’s use of thERANK CLEGG marks infringe theOTUFF & CLEGG registration at
issue in this prageding andPetitionerhascounterclaimedor trademarknfringementunder the
Lanham Actseeking cancellation of the®OTUFF & CLEGG registrationamong other remedies

Salvatore Decl., § 8, Ex. D.

Accordingly, since the issues that will be decided inpdmedingMassachusetts lawsuit
filed by Respondenwill have a bearingn the Board’s determination in the present mgtted
indeed will resolve all of the issues in this proceediRglitionerespectfullyrequestshat
Respondent’s Motion to Compel bdenied and thahis Cancellation proceedirge suspended
pending disposition of the Massachusetts lawsoithatthe partiesan avoid the duplicitous
efforts andvery significant expensef taking discoveryn and litigating the same issuiesboth

cases

LEGAL ARGUMENT

37 CFR § 2.117(a) provides that: “whenever it shall come to theiatterithe

Trademark Trial and Appeal Board that a party or parties to a pending casgagecein a civil
action...which may have a bearing on the case, proagetmfore the Board may be suspended
until termination of the civil action."See General Motors Corp. v. Cadillac Club Fashions,Inc.
22 USPQ2d 1933, 19387 (TTAB 1992);New Orleans Louisiana Saints LLC v. Who Dat?,Inc.
99 USPQ2d 1550, 1552 (TTAB 201(IThe civil action does not have to be dispositive of the
Board proceeding to warrant suspension, it need only have a bearing ssudsehbefore the
Board.”). Further, he Board may suspend a proceeding pending the final determination of a

civil actionbetween the parties in a state colBee Mother's Restaurant Inc. v. Mama's Pizza,
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Inc., 723 F.2d 1566, 221 USPQ 394, 395 (Fed. Cir. 198#)lihg thatstate court findings of
prior use and confusing similarity of service marks were preclusiV&AB cancellation
proceeding; Professional Economics Incorporated v. Professional Economic Service®085c.
USPQ 368, 376 (TTAB 1979) (decisionMassachusettstate court, although not binding on
the Board, was considered persuasive on the question ldfdike of confusionhowever, in

light of later decided/lother’'s Restaurantase, would be binding

Theissues in this Cancellation proceeding willdmtually litigated andinally
determinedn the Massachusetts lawsunderSectiond3 of theLanham At, 15 U.S.C. 8125
becausehe counterclaim filed by Petitioner in that actggeks cancellation &fespondent’s
LOTUFF & CLEGGregistration Salvatore Decl., 1 8, Ex..Orhus,there can be no doubt that
the resolution ofhatlawsuitwill have a beang on and in fact willfully decide thassueseing
litigated in this Cancellation proceedinggmely priority abandonmerdnd likelihood of
confusion. Accordingly, Respondent’s Motion to Compel should be deniedthisdCancellation
proceeding shodlbe suspended pending disposition ofNf@ssachusettSuperior Courtaiction
filed by Respondenso that neithethe Boardnorthe parties hav incur the prejudiciahnd
wastefulcoss of duplicating effortsduringdiscovery or otherwise connectiorwith these

litigations

Respondent wilhot be prejudiced by a suspension ofsieroceedings pending
determination of the Superior Court lawsihiait it filed In filing its first civil action,
Respondent no doubt foresaw thatuapensiomwnf this proceeding would be sought to avoid
additional and unnecessary expense; indeed, as Respondent’s stategedbn August 21, 2013:
“My clients believe that too many resources have already been expamdled matter.”

Salvatore Delc, 12, Ex. A. And in filing the second lawsuit after the motion to suspend had
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alreadybeen filed by Petitioner, Respondent clearly was atetethe motion to suspeid
beenfiled. The lack of prejudice to Respondent is also shown by the lack oherty

underlying its regest to compel discovery; indeed, there is no substantivefbasie request.

Petitioner, on the other hand, would be highly prejudiced if it bahgage in
duplicative litigationsince its resources are limited and its income depends primaiily.on
Clegg’s being at work and not tied up in litigation. Salvatord.D§8. The only reason
Respondent could have for usfounded crusad® litigate both proceedings simultaneously is
to drain Petitioner of its resources while Respondent conttouagproperly benefit from
Petitioner's CLEGG name and goodwilertainly,allowing Respondent to employ such sharp

tactics does not serve the interests of justice or judicial ecanomy

CONCLUSION

Based on the foregoing, Petitioner respectfully requbatshe Boarddeny Respondent’s
Motion to CompeDeposition Witnessesndsuspend the proceedings herein untildivéd

lawsuit filed by Respondent in Massachusetts Superior Court iszedsol

Dated: July 14, 2014 Respectfully submitted,
HOLMES WEINBERG, PC

/MichaelJ. Salvatorge

Michael J. Salvatore

30765 Pacific Coast Highway, Suite 411
Malibu, CA 90265

Tel: 310.457.6100

Fax: 310.457.9555

Email: msalvatore@holmesweinberg.com

Attorneys forPetitioner Frank Clegg
Leatherworks LLC
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CERTIFICATE OF SERVICE

| hereby certify that oduly 14, 2014 a true anaorrectcopy ofthis PETITIONER’S
OPPOSITION TO RESPONDENT'BIOTION TO COMPELwas servedby USPS Priority
Mail to Respondent’sounsel at the below address:

James C. Duda

Bulkley, Richardson and Gelinas, LLP
1500 Main Street, Suite 2700

P.O. Box 15507

Springfield, MA 011155507

Nelda Pipef
Nelda Piper
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE
THE TRADEMARK TRIAL AND APPEAL BOARD

In reReg.No. 3872561

Frank Clegg Leatherworks LLC
Petitioner

V. Cancellation N092056574

El Group, LLG

Respondent

DECLARATION OF MICHAEL J. SALVATORE

I, Michael J. Salvatore, hereby declare as follows:

1. | am a counsel of record for Petitioner Frank Clegg Leatherworks LLC
(“Petitioner”). | submit this declaration in support of Petisds Opposition to RespondeEd
Group, LLCs (“Responent”) Motion to Compel | have personal knowledge of the facts set
forth herein and if called as a witness, | could and would testify cemibethereto.

2. OnAugust 19, 2013, sent an email tRespondent’s counsel requesting
Respondent’s conseftr anextension of the discovery periot the ground thaty law firm
had just substituted into the proceeding five days before the efaliscovery ando discovery
had yet been conductedRespondent’s counsel respontied days latewith a denial ® my
requeststatingas its reason for the denial théty clients believe thaibo many resources
havealready been expended this matter. Ultimately, the Board granted Petitioner’s Motion
to Extend Discovery, which Respondent oppos&ilached hereto a@sxhibit A is a true and
correct copy of the emdilsent on April 19, 2013 and the April 21, 2014 response.

3. Attached hereto a@sxhibit B is a true and correct copy of an email | sent to

Respondent’s counsel on April 2, 2014, regarding the scheduling of depositibrssmatter.
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Since the depositions were noticed for Respondent’s counsel’s offisgsingfield MA, and
our firm is located in California, dtatedn the emaithat “the dates of the two depositions will
need to be together so that we are not travelling cross country’twigtered to make our
client available on an alternative date in order to accommédegeondent’s principal, Joseph
Lotuff's religious holiday. Ultimately, the parties agreed to hold the démosion Apil 17-18,
2014,in Springfield, MA

4. On April 14, 2014, Respondent’s counsel sent me copies of three aaldition
deposition notices via emadach pertaining to Petitioner’'s withess@siese depositions were
noticed for April 23, 24 and 22014,in Providence, RI, Springfield, MA, and Boston, MA,
respectively.Respondent’s counskad never mentioned these other depositions when
depositions were being scheduled.

5. In the interim, Petitioner became aware of a civil action that was filedsagfain
by Respondent and Respondent’s principal, Joseph Lotuff, in MasstsHbgperior Court,
Civil Action No. BRCV20140354C. This actioaroseunder the Lanham Act, 15 U.S.€
1114,and related state claim3he Lanham Act claim involkethe same marks and ownership
issuesasthis Cancellation proceedindRespondent’s counsel never mentioned that this lawsuit
had been filed during the scheduling of the parties’ depositiatiee Cancellation proceeding.

6. OnMay 23, 2014, Petitioner’s counsel filed a Notice of Removal of the
Massachusetts Superior Court proceedingnédJnited States District Court, District of
MassachusettsThat same day, Respondent filed a Notic¥ @fintary Dismissal by all
Plaintiffs of the lawsuit in the District Court.

7. OnMay 27, 2014, Respondent and Respondent’s principal, Joseph Lotdff file
secondcivil actionagainst Petitionein Massachusetts Superior Court, Civil Action No.
BRCV20140581A. A true and correct copy of the Complaint in this action is attdedreto as
Exhibit C.

8. On June 27, 2014, Petitioner filadd duly serveds answer and counterclaim in

the second Massachusetts Superior Court proceeding. Petitioner'srctzumt arises under the
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Lanham Act, 15 U.S.C. § 1125, and related state claims. A true and copgcif¢he Answer
and Counterclaim is attached heretdeahkibit D. The Lanham Act claims involve the same
markand ownership issues as this Cancellapimoteeding.

9. Petitioner would be highly prejudiced if it had to engage in duplicétigation
since its resources are limited and its income depends primarily cdlég’s being at work
and not tied up in litigatian

| declare under penalty of perjury, under the laws of the United Statesesfcanthat

the foregoing is true and correct. Executed 14t day ofJuly, 2014, at Malibu, California

/Michael J. Salvatore

Michael J. Salvatore
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From: Duda, James

To: Michael J Salvatore

Subject: RE: Cancellation No. 92056574 / Frank Clegg v. El Group, LLC /Request to Extend Discovery
Date: Wednesday, August 21, 2013 7:12:20 AM

Dear Mike,

My clients believe that too many resources have already been expended on this matter,
they are frustrated with its progression, and they would like to bring it to a resolution at
the earliest possible date. In light of (1) the little chance that extending discovery would
lead to the production of additional evidence that would substantially impact the
resolution of this matter; (2) the significant costs that the parties likely would incur as a
result of any extension; and (3) the more than ample time that has been available for
discovery during the past eight months, we see no value to extending the discovery
period at this time.

Please note that we also remain concerned by the absence of a good faith response to our
offer in February to resolve this matter efficiently through a properly crafted Consent
Letter, which we believe should remove the root cause of this litigation by likely
removing the LOTUFF & CLEGG registration as an obstacle to your client’s efforts to
register the FRANK CLEGG and F. CLEGG marks with the U.S. Patent and Trademark
Office.

Please call me if you would like to discuss any aspect of this matter.

Thank you.
Jim

James C. Duda, Partner

Bulkley, Richardson and Gelinas, LLP

1500 Main Street, Suite 2700 | P.O. Box 15507 | Springfield, MA 01115-5507
Direct: 413-272-6284 | Fax: 413-272-6806

jduda@bulkley.com | www.bulkley.com

From: Michael J Salvatore [mailto: MSalvatore@holmesweinberg.com]

Sent: Monday, August 19, 2013 3:55 PM

To: Duda, James

Cc: Steven M. Weinberg; Nelda Piper

Subject: Cancellation No. 92056574 / Frank Clegg v. El Group, LLC/ Substitution of Attorney

Dear James:

Our firm has just substituted into the above-referenced cancellation proceeding. The attached is
being sent to you today via US Mail. We are writing to request a 4-month extension of all pending
dates, since no discovery has yet been conducted in this proceeding.


mailto:jduda@bulkley.com
mailto:MSalvatore@holmesweinberg.com
mailto:jduda@bulkley.com
http://www.bulkley.com/

Please let us know if you will agree to the 4-month extension by close of business tomorrow, August
20, 2013.

Thank you very much,
Mike

Michael J. Salvatore

Holmes Weinberg, PC

30765 Pacific Coast Highway, Ste. 411 | Malibu CA 90265
t: 310.457.6100 x 201 | c. 914.263.1001 | f: 310.457.9555

msalvatore@holmesweinberg.com | www.holmesweinberg.com | Bio

CONFIDENTIALITY NOTICE: This e-mail message is for the personal and confidential use of the recipient(s) named
above. This message may also contain privileged client information or work product. If the reader of this message is not
the intended recipient or an agent responsible for delivering it to the intended recipient, you are hereby notified that you
have received this document in error and that any review, dissemination, distribution, or copying of this message is strictly
prohibited. If you have received this message in error, please notify us immediately by e-mail, and delete the original
message and any attachments.

To comply with U.S. Treasury regulations, we inform you that any tax advice
contained in this e-mail, including attachments, unless expressly stated otherwise, is
not intended or written to be used, and cannot be used, for the purpose of (i)
avoiding tax-related penalties under the Internal Revenue Code or (ii) promoting,
marketing or recommending to another party any tax-related matter(s) addressed
herein.

This e-mail communication, including all attachments to it, contains information from
the law firm of Bulkley, Richardson and Gelinas, LLP that may be confidential and
privileged. This information is intended only for the use of the listed recipient(s). If
you are not an intended recipient, you may not review, copy, or distribute this
message or any attachment thereto. If you have received this communication in
error, please notify the sender immediately by e-mail and delete the original
message.


mailto:msalvatore@holmesweinberg.com
http://www.holmesweinberg.com/
http://www.holmesweinberg.com/attorneys/Michael-Salvatore
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From: Michael J Salvatore

To: "Duda, James"

Cc: Steven M. Weinbera; Nelda Piper; Vincent, Carol

Subject: RE: Frank Clegg Leatherworks LLC v. El Group LLC: Notice of Deposition
Date: Wednesday, April 02, 2014 10:48:18 AM

Hi Jim,

We will need to pick a day for Mr. Lotuff’s deposition for which he is available the full 7 hours.
Additionally, the dates of the two depositions will need to be together so that we are not travelling

cross country twice. If it works for you, we could take Mr. Lotuff’s deposition on the 17t and Mr.

Clegg could be available on the 16™. It may be easier to discuss this scheduling over the phone, so
please let me know if you would like to set up a time for that.

Thank you,
Mike

Michael J. Salvatore

Holmes Weinberg, PC

30765 Pacific Coast Highway, Ste. 411 | Malibu CA 90265
t: 310.457.6100 x 201 | c. 914.263.1001 | f: 310.457.9555

msalvatore@holmesweinberg.com | www.holmesweinberg.com | Bio

CONFIDENTIALITY NOTICE: This e-mail message is for the personal and confidential use of the recipient(s) named
above. This message may also contain privileged client information or work product. If the reader of this message is not
the intended recipient or an agent responsible for delivering it to the intended recipient, you are hereby notified that you
have received this document in error and that any review, dissemination, distribution, or copying of this message is strictly
prohibited. If you have received this message in error, please notify us immediately by e-mail, and delete the original
message and any attachments.

From: Duda, James [mailto:jduda@bulkley.com]

Sent: Wednesday, April 02, 2014 10:14 AM

To: Michael J Salvatore

Cc: Steven M. Weinberg; Nelda Piper; Vincent, Carol

Subject: Frank Clegg Leatherworks LLC v. El Group LLC: Notice of Deposition

Hello Mike,

Mr. Lotuff can be available from 9 a.m. to 2 p.m. on Friday, April 18 at our offices for his
deposition regarding your client’s efforts to cancel the LOTUFF & CLEGG mark in the
above captioned matter. That day is the beginning of a religious holiday, and Mr. Lotuff
will need to leave by 2 p.m. Please confirm at your earliest convenience that the time
frame will work, and also that Mr. Clegg will be available at our offices for his deposition
in this matter the day before (that is, April 17) beginning at 10 a.m.

Thank you.

Jim

James C. Duda, Partner


mailto:jduda@bulkley.com
mailto:smweinberg@holmesweinberg.com
mailto:NPiper@holmesweinberg.com
mailto:cvincent@bulkley.com
mailto:msalvatore@holmesweinberg.com
http://www.holmesweinberg.com/
http://www.holmesweinberg.com/attorneys/Michael-Salvatore
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1

COMMONWEALTH OF MASSACHUSETTS

BRISTOL, ss. SUPERIOR COURT
CIVIL ACTION NO.
BRANQOIN-OSRIA
)
EL GROUP, LLC and JOSEPH LOTUFF g RECEIVED
Plaintiffs, ) Del: <o
) BRISTOL A
V. )
) ,
FRANK CLEGG, FRANK CLEGG )
LEATHERWORKS, LLC, ANDREW )
CLEGG and IAN CLEGG )
)
Defendants. )
)
COMPLAINT
INTRODUCTION

I, In this action, EL Group, LLC, which has done business ag Lotuff & Clegg and
now does business as Lotuff Leather, (the “EL Group™), and Joseph Lotuff (member of EL
Group, partner of Lotuff & Clegg, and principal of Lotuff Leather) seek damages and injunctive
relief from its former partner, Frank Clegg (“Clegg™), his new company, Frank Clegg
Leatherworks, LLC (“FCL”), and Clegg’s two sons (and employees), Andrew and Jan Clegg
(collectively the “Clegg Defendants”). EL Group’s claims arise out of its investment in and
development of high-end leather goods, which it actively marketed and sold under the trademark
“Lotuff & Clegg.” After a significant investment and a two-year commitment to marketing and
developing the Lotuff & Clegg name, web-based and retaj] sales of Lotuff & Clegg products
increased substantially. In an effort to usurp the value EL Group created in the Lotuff & Clegg

name, Clegg attempted to use the existing good will associated with Lotuff & Clegg for his own



benefit by creating an intentionally confusing, similar brand to market the same goods to the
same customers at lower prices. To secure an unfair advantage in the marketplace, Clegg and his
sons engaged in a campaign to disparage the Lotuff & Clegg name, and the new Lotuff Leather
name, as well as Joseph Lotuff personally, falsely representing to the marketplace and specific
retailers that Lotuff & Clegg designs and Lotuff Leather designs were either “stolen” from or
“knockoffs” of Clegg’s designs. The EL Group and Joseph Lotuff seek to recover their
damages, and a permanent injunction to prevent the immediate and irreparable harm that will
result from defendants’ further defamatory statements about Lotuff Leather.

JURISDICTION AND VENUE

2. This action arises under Massachusetts statutory and common law. The
Massachusetts Superior Court has Jurisdiction over this action pursuant to G.L. c. 223A, §3 and
G.L. c. 214, §1. The amount in controversy exceeds $25,000, exclusive of interest and costs.

3. Bristol County is the proper venue for this action pursuant to G.L. ¢, 223, §1
because all defendants reside in and have a usual place of business in Bristo] County.

PARTIES

4. EL Group LLC (“EL Group”) is a Massachusetts limited liability company with a
principal place of business at 44 East Main Street, Carriage House, Ware, Massachusetts. EL
Group is an investment company specializing in the identification, funding and operation of
manufactured consumer products. EL Group uses sophisticated and unique web-based
marketing to create and develop a brand.

5. Joseph Lotuff (“Lotuff”) is a Massachusetts resident with a place of business at 44

East Main Street, Ware, MA 01082. Lotuffis a member of EL Group.



6. Frank Clegg (“Clegg™) is, on information and belief, a Massachusetts resident at
999 Hortonville Road, Swansea, Massachusetts 02777-36 15, and with a place of business at 1
Ace Street, Fall River, Massachusetts. Clegg is a former partner of EL Group and the managing
member of Frank Clegg Leatherworks, LLC.

7. Frank Clegg Leatherworks, LLC (“FCL”) is a Massachusetts limited liability
company with a principal place of business at 1 Ace Street, Fall River, Massachusetts,

8. Andrew Clegg is, on information and belief, a Massachusetts resident at 999
Hortonville Road, Swansea, Massachusetts 02777-3615, and with a place of business at 1 Ace
Street, Fall River, Massachusetts. Andrew Clegg is the son of Frank Clegg, and is on
information and belief, employed by FCL.

9. Ian Clegg is, on information and belief, a Massachusetts resident at 999
Hortonville Road, Swansea, Massachusetts 02777-3615, and with a place of business at 1 Ace
Street, Fall River, Massachusetts. Ian Clegg is the son of Frank Clegg, and is, on information
and belief, employed by FCL.

FACTS AND GENERAL ALLEGATION S

10.  In 2007, Joseph Lotuff, his brother Rick Lotuff (collectively, the “Lotuffs™), and
Alden Edmonds (“Edmonds™), all of whom had significant success in textiles, formed EL Group
with the intent of identifying potential investment opportunities to manufacture leather goods.

11. Together the Lotuffs and Edmonds developed a concept for a new venture built
around a brand identified with a classic, high-quality, durable line of leather products
manufactured in the United States and marketed and distributed worldwide primarily via the

Internet and social media.



12. To implement the new concept, EL Group identified at least four individuals who
had worked with leather, including Clegg, and contacted Clegg in early 2009 regarding a joint
venture.

13.  While Clegg had previously manufactured and sold leather products out of
various workshops in Massachusetts, at the time EL Group contacted Clegg to share the idea that
was to become Lotuff & Clegg, he was not producing leather goods and was designing guitars.

14. Although Clegg had no experience marketing or selling products over the
Internet, EL Group agreed to partner with Clegg because of his workmanship.

15.  With Clegg’s competence in leather goods and the EL Group’s funding, textile
experience, and industry contacts, the partnership was formed. Consistent with the intent to
work as a partnership, the Lotuffs and Clegg agreed to combine their two as-yet-unknown names
and develop a trademark known as “Lotuff & Clegg.”

16.  Based upon Lotuffs’ industry knowledge and skill and Clegg’s craftsmanship, the
parties engaged in a series of meetings and collaboratively developed designs and patterns
consistent with EL Group’s original concept which was targeted for a high-end demographic.
These designs and the associated brand-name, Lotuff & Clegg, were developed for and used
exclusively by EL Group.

17. To manufacture these newly-designed products, all of which were branded with
the distinct mark of “Lotuff & Clegg,” the EL Group leased and paid for industrial space,
purchased materials, hired labor and consultants, paid for marketing and a website, and paid
Clegg for his efforts.

18.  Because Clegg was unknown to the public and those in the men’s fashion and

leather industries, Clegg and EL Group agreed to create a public image of Clegg as a craftsman.



To that end, in collaboration with Clegg, EL Group created and drafied promotional materials
designed to build Clegg’s presence in the industries, including inter glig brochures, videos and
other advertising materials designed to characterize Clegg as a well-known crafisman of high-
quality leather products (in order that one day he would become so),

19.  To create brand-recognition and value associated with the name “Lotuff &
Clegg,” the EL Group also invested approximately $600,000 in web-based marketing and
purchased space at and attended trade shows.

20.  To protect the Lotuff & Clegg mark, on February 18, 2010, EL Group filed for
registration of the Lotuff & Clegg mark with the United States Patent and Trademark Office
(“USPTO”). Clegg was aware of and consented to the filing of the application for registration,
and no information was withheld from him.

2. OnNovember 9, 2010, the USPTO approved the registration.

22. EL Group specifically targeted and developed a network of high-end retail store
distributors both domestically and world-wide to sell its products. These retail stores included
Shreve, Crump & Low (Massachusetts), Barney’s New York (New York), Steven Alan (New
York, Connecticut, Boston, Oregon, Illinois, Georgia, Texas and California), and Scoop
(California, Florida, and New York).

23.  With an established retail distribution network, the EL Group created, paid for
and maintained a web-based platform to allow it to sell products directly through the internet.

24, In connection with its marketing and sales efforts, EL Group maintained customer
lists. These lists included, inter alia, names and contact information for consumer purchasers
and buyers for retailers, and information concerning pricing and orders (the “Confidential

Information”). This information is not publicly available.



25. By creating an on-line and retail distribution network, developing unique leather
goods for a targeted demographic and aggressively advertising the trademark “Lotuff & Clegg,”
EL Group was able to increase demand and sales of its products significantly.

26.  After EL Group expended considerable resources in developing the Lotuff &
Clegg brand and products, and Clegg became known in men’s fashion and leather industries,
Clegg attempted to eliminate his pariners and use existing good will associated with the
trademark Lotuff & Clegg for his own personal gain by creating a nearly identical brand.

27.  Initially, Clegg impacted EL Group’s production of leather goods by failing to fill
a backlog of orders timely with the specific intent of interfering with EL Group’s ability to meet
existing demand from clients.

28. Subsequently, in October 201 1, Clegg precluded other partners from accessing the
manufacturing facility effectively locking them out, stole the Confidential Information, then
formed Frank Clegg Leatherworks, LLC, adopted an intentionally similar brand name (Frank
Clegg and F. Clegg) and logo, attempted to register those names as trademarks with the U.S.
Patent and Trademark Office, and began manufacturing and selling virtually identical leather
products.

29.  To create additional product confusion, Clegg and FCL created a web-based
platform, using the same or similar graphics, pictures, fonts, text descriptions and products, with
the specific intent of confusing the public and attempting to divert the existing good will
associated with the Lotuff & Clegg trademark to FCL.

30.  After launching a website for Frank Clegg Leatherworks, in or around December
of 2011, Frank Clegg unfairly and deceptively opened a Twitter account @lotuffandclegg,

falsely representing that he was still affiliated with Lotuff & Clegg, and misdirecting customers



and the public to his own website, www.frankcleggleatherworks.com. Among other things,
Clegg tweeted the false and misleading statement, “LotuffandClegg is now Frank Clegg
Leatherworks frankcleggleatherworks.com.”
31.  Clegg and FCL Systematically engaged in an effort to disparage the Lotuff &
Clegg name and products, Joseph Lotuff’s reputation, and interfered with EL Group’s existing
and potential business relationships.
32.  Inparticular, the Clegg Defendants:
® used the Confidential Information stolen from EL Group, targeted almost all of
the existing retailers that sold Lotuff & Clegg products, and offered to sel]
virtually identical goods for a reduced price;
* engaged in a campaign to publicly and privately disparage EL Group, Joseph
Lotuff, Lotuff & Clegg, and Lotuff Leather;
e made false, public and private, statements about Joseph Lotuff, Lotuff & Clegg,
and/or Lotuff Leather, including, but not limited to, the following:

© stating that Joseph Lotﬁff, Lotuff & Clegg, and/or Lotuff Leather stole
Clegg’s designs;

O posting a false statement on Twitter representing that a LOTUFF bag for
sale at Barneys NEW YORK was a “knock off of Frank Clegg. My dad
designed this bag 36 year ago and made this an jconic piece for Cole
Haan. This is more like selling fake Kelly or Birkin at your store . . . .”

O retweeting a false statement that “its [sic] a shame all their designs are

stolen” referring to “@LotuffLeather.”



tweeting a false statement, “did you know the Lotuff Collection that you
sell was designed by my father?”

tweeting a false statement, “ @ Frank_Clegg . . . designed and made all
the bags for Lotuff and Clegg.”

publishing a false statement that “Lotuff and Clegg is now Frank Clegg
Leatherworks.”

commenting on Facebook, “I just wanted to let you know Lotuffs are
copying our bags.”

tweeting “35 years ago Frank Clegg designed this briefcase. It is now
being copied by another company [Lotuff].”

commenting online, “All Lotuff and Clegg products were made by my
team in my workshop.”

posting on Instagram about a photo of a Lotuff bag, “that one is just a rip
off . . . its like buying a fake Rolex might look the same but not even close
in quality.”

commenting on a purseblog.com post about the Lotuff Leather Travel
Duffel Bag (on or about March 24, 2014), “I work with Frank and know
they didn't Mutually decide to separate. Lotuff was able to work with
Frank Clegg, but they used him for all his expertise and designs and went
to another factory to steal all designs. You should have done a post on

Frank not the bad guys! Never coming on this website again.”



33. By making these false statements accusing Joseph Lotuff, Lotuff & Clegg and
Lotuff Leather of dishonesty and thefi, the defendants damaged the EL Group’s reputation,
damaged Joseph Lotuff’s reputation, damaged Lotuff & Clegg’s brand, damaged Lotuff
Leather’s brand, and caused members of the public to believe EL Group and Joseph Lotuff had
stolen designs from Frank Clegg, See, e.g., comment online @ FlyerTalk Forums, September 4,
2013. (“The rumor mill says the Lotuffs “stole’ the designs from Clegg.”). See also, tweet from
FECastleberry, September 16, 2013, (“You ARE aware they stole every single one of their
designs from @F rank_Clegg, right?”); Online Comment by Ray Gagnon, February 19, 2012, (“I
heard the reasons why clegg broke off from the lotuff is because they took his bags to another
manufacturing company to be produced and continue to use his designs some people have no
Dignity! Shame on them . . .”; and Comment on Facebook dated January 12, 2013, “For those
who thrive on copying it and other Clegg’s products . . . SHAME ON YQU!”

34.  In making these false statements, the Clegg Defendants knew them to
be untrue and made such statements to harm EL Group, its products and Joseph Lotuff for their
benefit.

35. In recognition of the similarity between the mark used by Clegg and that
registered and owned by Lotuff & Clegg, the USPTO rejected Clegg’s application to register his
marks (Frank Clegg and F. Clegg) claiming that there was a “likelihood of confusion with . . .
[Lotuff & Clegg].” Indeed, Clegg concedes that there is confusion between the marks,

36.  EL Group continues to maintain the registration of Lotuff & Clegg and to use it in
connection with its marketing efforts. Indeed, EL Group has continued to employ the Lotuff &

Clegg trademark to identify a single source of high-quality leather products,



37.

Despite the USPTO’s rejection of the application and the confusion caused, Clegg

and FCL continue to use the names Frank Clegg and F. Clegg to sell leather products.

38.

39.

“novel”.

40.

41.

obvious,

42.

43,

Clegg.

44,

The design of leather bags is not capable of intellectyal property protection.

The design of leather bags is not capable of patent protection because it is not

The design of leather bags is not capable of copyright protection.

The design of leather bags is not a trade secret, insofar as the design is open and

Therefore, no one can own the desj gn of a leather bag, or steal such a design.

On January 25, 2012, EL Group’s lawyers sent a cease and desist letter to Frank

The letter stated:

“We represent EL Group, LLC (“EL Group”). On behalf of EL Group, we

demand that you to cease and desist from using EL Group confidential and
proprietary information that you apparently stole from computers or other
databases of EL Group, that you initiate no further communication with customers
of EL Group, and that you delete all EL Group information, including customer
information, from physical or electronic storage.

EL Group has received complaints that you are using EL Group email

lists. You were never granted permission to use that confidential data for your
own purposes.

. . . Please respond to this letter with assurances that your tortious conduct

will cease.”

45.

Clegg and his sons however, did not cease and desist from such tortious conduct.

CAUSES OF ACTION

COUNT I -~ UNJUST ENRICHMENT
(Against Frank Clegg and Frank Clegg Leatherworks LLC)

10



46.  EL Group and Joseph Lotuff repeat and reallege the allegations contained in
paragraphs 1 to 45 of this Complaint as if fully set forth herein.

47.  Clegg and FCL has been and will be unjustly enriched by inter alia its obtaining
of sales, contracts, arrangements, revenues and profits as a result of EL Group’s substantial
investment in the development and marketing of the Lotuff & Clegg brand and Clegg,
individually, and from its use of the Confidential Informatjon.

48.  In fact, Clegg did not become known in men’s fashion and leather industries until
after EL Group provided him with significant media exposure and registered the Lotuff & Clegg
mark.

49.  On information and belief, without EL Group’s investment of significant
resources to promote the Lotuff & Clegg trademark and marketing of Clegg as a master
craftsman, and without Clegg and FCL’s use of the Confidential Information, Clegg and FCL
would not have a profitable leather goods business or viable international brand.

50.  EL Group and Joseph Lotuff have been unjustly injured by Clegg and FCL’s
wrongful conduct and unjust enrichment in substantial amounts.

51.  EL Group is entitled to a complete and accurate accounting from Clegg and FCL
so that the total amount of unjust enrichment may be determined and awarded to EL Group at
trial.

COUNT II - CONVERSION
(Against Frank Clegg, Frank Clegg Leatherworks LLC)

52. EL Group and Joseph Lotuff repeat and reallege the allegations contained in

paragraphs 1 to 51 of this Complaint as if fully set forth herein.

53. EL Group is the owner of the Confidential Information and is entitled to the

exclusive possession and use thereof.

11



54, Clegg and FCL obtained the Confidential Information by unlawful means and
have asserted ownership control and rights over the Confidential Information in a manner in
consistent with El Group’s exclusive ownership.

55.  Clegg and FCL’s conduct constitute conversion of the Confidential Information.

56. EL Group has been damaged by Clegg and FCL’s conversion of the Confidential
Information and is entitled to damages.

COUNT IlI - MISAPPROPRIATION OF CONFIDENTIAL AND
W
(Against Clegg and Frank Clegg Leatherworks LLC)

57. EL Group and Joseph Lotuff repeat and reallege the allegations contained in
paragraphs 1 to 56 of this Complaint as if fully set forth herein.

58.  EL Group took reasonable steps to protect the Confidential Information from
disclosure, such as maintaining the information electronically with password protection, and
keeping its computers within a Jocked warehouse.

59.  Clegg and FCL stole the Confidential Information.

60.  Clegg and FCL have actively used and disclosed this Confidential Information
without EL Group’s express or implied consent,

61. At the time of Clegg and FCL’s unauthorized retention, conversion, disclosure
and/or use of the Confidential Information, they knew that it was acquired under circumstances
giving rise to legal and fiduciary duties to maintain its secrecy and use solely in furtherance of
the interests of EL Group, of which Clegg was (or had been) a partner.

62.  Clegg and FCL have improperly used the Confidential Information for their

economic benefit causing EL Group damage.

12



COUNT IV - VIOLATION OF CHAPTER 93, SECTIONS 42 and 42A AND COMMON
LAW MISUSES OF TRADE SECRETS
(Against Frank Clegg and Frank Clegg Leatherworks LLC)

63. El Group and Joseph Lotuff repeat and reallege the allegations contained in
paragraphs 1 to 62 of this Complaint as if fully set forth herein.

64, The Confidential Information is comprised of and/or contained trade secrets, such
as pricing structure, profit and loss information, customer information, etc., which EL Group
took reasonable steps to protect from disclosure,

65.  Clegg and FCL have improperly obtained and used and continue to improperly
keep and use such trade secrets causing EL Group damage.

66.  The use of such information by the defendants constitutes a misappropriation of
trade secrets and confidential information in violation of common law and G.L, ¢. 93, §§42 and
42A.

67.  EL Group has and will suffer substantial immediate, and irreparable harm and
damages unless the defendants are enjoined from using such trade secrets and confidential
business information,

68.  EL Group is entitled to recover double its damages from Clegg and FCL
including costs, interest and attorney’s fees.

COUNT V — BREACH OF FIDUCIARY DUTY
(Against Frank Clegg)

69.  EL Group and J oseph Lotuff incorporate paragraphs 1 to 68 of the Complaint as if

fully set forth herein.

70. Clegg, based upon his position with EL Group, owed a fiduciary to maintain the

confidentiality of the Confidential Information.

13



71.  Clegg breached this duty by stealing the Confidentia Information and actively
using the Confidential Information to compete with EL Group.
72. As aresult of the breach of fiduciary duty, EL Group has incurred and continues

to incur damages.

COUNT VI- DEFAMATION

(Against Frank Clegg, Frank Clegg Leatherworks LLC, Andrew Clegg and Ian Clegg)

73. EL Group and J oseph Lotuff incorporate paragraphs 1 to 76 of the Complaint as if
fully set forth herein.

74.  As detailed above, the Clegg Defendants have published and spoken false and
defamatory statements concerning EL Group, Joseph Lotuff, Lotuff & Clegg and Lotuff Leather
with knowledge of the falsity of the statements or with reckless disregard for their truth or
falsity.

75. By publishing the statements on the worldwide web wide, defendants published
defamatory statements to a wide range of persons in the public,

76.  The Clegg Defendants’ false and defamatory statements prejudiced EL Group in
the conduct of its business and deterred others from dealing with it. The Clegg Defendants’
statements have a direct tendency to alienate customers and injure EL Group in its business and
profession.

77.  The Clegg Defendants’ false and defamatory statements have caused EL Group
damage to its business reputation, economic damage and irreparable harm.

78.  The Clegg Defendants’ false and defamatory statements, including allegations of

dishonesty, about Joseph Lotuff have harmed his personal and business reputation, lost him

14



business opportunities, and caused him personal injury, including but not limited to mental

anguish, embarrassment and humiliation.

COUNT VII - COMMERCIAL AND PERSONAL DISPARAGEMENT

(Against Frank Clegg, Frank Clegg Leatherworks LLC, Andrew Clegg and Ian Clegg)

79.  EL Group and Joseph Lotuff incorporate paragraphs 1 to 82 of the Complaint as if
fully set forth herein.

80.  As detailed above, the Clegg Defendants published false statements harmful to
EL Group’s and Joseph Lotuff's reputations and interests, and disparaging of ELG’s leather
products.

81.  The Clegg Defendants intended for publication of the statements to result in harm
to the reputations and the interests of EL Group and Joseph Lotuff, having a pecuniary value, or
the Clegg Defendants recognized or should have recognized that the statements were likely to do
so. The Clegg Defendants knew that the statements were false or acted in reckless disregard of
their truth or falsity.

82.  The Clegg Defendants’ false and i injurious statements have caused EL Group and
Joseph Lotuff pecuniary damage, harm to its reputation and irreparable harm.

COUNT VIII - INTERFERENCE WITH PROSPECTIVE ECONOMIC ADVANTAGE

(Against Frank Clegg and Frank Clegg Leatherworks LLC)
83. EL Group and Joseph Lotuff incorporate paragraphs 1 to 86 of the Complaint as if
fully set forth herein.
84.  EL Group had a contemplated business relationship for economic advantage with
Phoenix Leather, and Niche Manufacturing pursuant to which Phoenix Leather, and Niche

Manufacturing were to provide EL Group with certain leather goods.

15



85. Clegg and FCL knew of EL Group’s relationship with Phoenix Leather, and
Niche Manufacturing.

86. Clegg and FCL interfered with EL Group’s prospective economic advantage by
convincing Phoenix Leather to stop shipping leather goods to Lotuff Leather upon Frank Clegg’s
split from Lotuff & Clegg in 2011, and communicated with Niche Manufacturing in February of
2014 that Joseph Lotuff and Lotuff Leather had stolen designs from Clegg and he should not
work with Lotuff Leather going forward.

87.  EL Group had a contemplated business relationship for economic advantage with
IAS Brass Buckles pursuant to which IAS Brass Buckles was to provide EL Group with certain
leather goods.

88.  Clegg and FCL knew of EL Group’s relationship with IAS Brass Buckles.

89.  Clegg and FCL interfered with EL Group’s prospective economic advantage by
convincing IAS Brass Buckles to stop shipping leather goods to Lotuff Leather upon Frank
Clegg’s split from Lotuff & Clegg in 2011, and communicated with IAS Brass Buckles in
February of 2014 that Joseph Lotuff and Lotuff Leather had stolen designs from Clegg and he
should not work with Lotuff Leather going forward.

90.  Clegg and FCL’s interference with EL Group’s business relationship was
improper in motive or means.

91.  Asaresult, EL Group has incurred and continues to incur damages.

COUNT IX - VIOLATION OF M.G.L. C. 93A.8§2. 11

(Against Frank Clegg and Frank Clegg Leatherworks LLC)
92.  EL Group and Joseph Lotuff incorporate paragraphs 1 to 95 of the Complaint as if

fully set forth herein.

16



93.

At all material times relevant hereto, Clegg and FCL were engaged in the conduct

of trade or commerce as defined in M.G.L.c. 93A, §§ 2 and 11.

94.

Clegg and FCL have committed unfair and deceptive acts and practices declared

unlawful under the provisions of M.G.L. c. 93A, §§ 2 and 11 and the interpretive regulations

and case law related thereto. The actions of Clegg and FCL which constitute violations of

M.G.L.c. 93A, §§ 2, 11 include, without limitation:

-]

95.

stealing EL Group’s Confidential Information and using such information for their
benefit;

unjustly benefiting from EL Group’s substantial investment in developing and
marketing the Lotuff & Clegg brand and Clegg, individually, without payment;
attempting to divert the existing good will associated with Lotuff & Clegg and
intentionally infringing on the Lotuff & Clegg trademark for their own benefit by
creating an intentionally confusing, similar brand to market the same goods to the
same customers at lower prices; and

intentionally making false and defamatory statements to the public and to those in the
leather industry in order to disparage Joseph Lotuff, Lotuff & Clegg products and
Lotuff Leather products, interfere with EL Group’s contractual relations and
prospective economic advantage, and otherwise harm EL Group and Joseph Lotuff,

Clegg and FCL’s unfair and deceptive conduct occurred primarily and

substantially in Massachusetts.

96.

As a result of Clegg and FCL’s unfair and deceptive conduct, EL Group and

Joseph Lotuff have incurred and continue to incur damages.

17



COUNT X - PRELIMINARY AND PERMANENT INJUNCTION

(Against Frank Clegg, Frank Clegg Leatherworks LLC, Andrew Clegg and lan Clegg)

97. EL Group and Joseph Lotuff incorporate paragraphs 1 to 97 of the Complaint as if
fully set forth herein.

98. EL Group and Joseph Lotuff are likely to succeed on the merits of its claims.

99.  EL Group and Joseph Lotuff have suffered and will continue to suffer irreparable
harm if Clegg and FCL (a) are not restrained from using the Frank Clegg and F. Clegg names in
connection with the manufacturing and selling of leather goods; (b) are not restrained from using
Confidential Information; and () are not requested to cease and desist from any disparagement
of EL Group or interference of any kind with its customers; vendors, retailers, or potential
customers, vendors, or retailers.

100.  The harm EL Group will incur if the injunctive relief is not granted substantially
outweighs the harm, if any, that the defendants will incur.

RELIEF REQUESTED

WHEREFORE, for the above reasons, EL Group requests the Court:

(a) Pursuant to Count I, enter an order that Clegg and FCL provide an accounting to EL
Group and that all of Clegg and FCL’s profits since October 2011 be disgorged and
paid to EL Group;

(b) Pursuant to Count II and II, enter judgment against Clegg and FCL in favor of EL
Group for the amount of its damages;

(¢) Pursuant to Count IV, enter judgment against Clegg and FCL in favor of EL Group

for double the amount of its damages;

18



(d) Pursuant to Count V, enter Jjudgment against Clegg in favor of EL Group for the
amount of its damages;

(e) Pursuant to Count VI and VII, enter Judgment against all Clegg Defendants in favor
of EL Group and Joseph Lotuff for the amount of their damages;

(f) Pursuant to Count VIII enter judgment against Clegg and FCL in favor of EL Group
for the amount of its damages;

(g) Pursuant to Count IX, enter Jjudgment against Clegg and FCL in an amount no less
than double and no more than treble EL Group’s and Joseph Lotuff ‘s actual
damages, together with attorneys’ fees and costs;

(h) Pursuant to Count X, issue an injunction:

© restraining Clegg and FCL, and each of their agents, servants, successors,
assigns, employees, attorneys, all persons acting or purporting to act on its
behalf, and all persons having actual notice of any order issued hereunder,
from using the Frank Clegg and F. Clegg names in connection with the
manufacturing and selling of leather goods and using the Confidential
Information;

° ordering Clegg and FCL to return the Confidentia] Information; and

e ordering the Clegg Defendants and each of their agents, servants, successors,
assigns, employees, attorneys, all persons acting or purporting to act on its
behalf, and all persons having actual notice of any order issued hereunder, to
cease and desist from any disparagement of EL Group and Joseph Lotuff or
interference of any kind with their customers, vendors, retailers or potential

customers, vendors or retailers.
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(i) Award EL Group and Joseph Lotuff their reasonable costs and expenses incurred in

this action including,

without limitation, their attorneys” fees; and

() Award such other and further relief as the Court deems just and proper.

PLAINTIFF DEMANDS A JURY ON ALL CLAIMS SO TRIABLE.

Dated: May 23, 2014

Respectfully submitted,
The plaintiffs,

EL Group, LLC and JOSEPH LOTUFF,
By their attorneys,

illiam J. Fidurko (BBO #567064)
(781) 320-5461

wiidurko@zizikpowers.com :
ZIZIK, POWERS, O'CONNELL,
SPAULDING & LAMONTAGNE, P.C.
690 Canton Street, Suite 306
Westwood, MA 02090
(781) 320-5461
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COMMONWEALTH OF MASSACHUSETTS
BRISTOL, ss. SUPERIOR COURT

CIVIL ACTION NO.
BRCV2014-0581

EL GROUR LLC and JOSEPH LOTUFF,

~—

Plaintiffs and Countelaim Ddendants

p—

V.
FRANK CLEGG, FRANK CLEGG
LEATHERWORKS, LLC,
ANDREW CLEGG and IAN CLEGG,

Defendantand Countellaim Plaintiffs

FRANK CLEGGandFRANK CLEGG
LEATHERWORKS, LLC,

Plaintiffs
V.

FREDERICK A. LOTUFF and
E. ALDEN EDMONDS

N NN N N —

Defendants

ANSWER AND COUNTERCLAIM OF DEFENDANTS FRANK CLEGG, FRANK
CLEGG LEATHERWORKS, LLC, ANDREW CLEGG AND IAN CLEGG, AND
COMPLAINT

Defendamng Frank Clegg, Frank Clegg Leatherworks LLC, Andrew Clegg and lan Clegg
(collectively, the' CleggPartie$) hereby answer the Complaint (“Complaint”) filed by plairtiff
EL Group, LLC and Joseph Lotuff on March 28, 204<lfollows, denying all allegations except

to the extent expressly admitted:



INTRODUCTION
1. TheClegg Partieslenythe allegations contained in Paragraph 1 of the Complaint.
JURISDICTION AND VENUE

2. TheClegg Partieadmit that Plaintiffs purport to assert claims under
Massachusetts statutory and common lawt,except as expressly admitted herein, deny each
and evey remaining allegation in Paragrapiof the Complaint.

3. TheClegg Partiesleny the allegations contained in Paragraph 3 of the Complaint.

PARTIES

4. TheClegg Partiesack knowledge or information sufficient to form a belief as to
the truth of the allegatiencontained in Paragraph 4 of the Complaint and therefore deny each
and every one of them.

5. TheClegg Partiesack knowledge or information sufficient to form a belief as to
the truth of the allegations contained in Paragraph 5 of the Complaint and theleigreach
and every one of them.

6. TheClegg Partiesdmit that Frank Clegg is a Massachusetts resident with a place
of business at 1 Ace Street, Fall River, Massachuaetiss the sole member of Frank Clegg
Leatherworks, LLCbut except as expressly admitted herein, deny each and every remaining

allegation in Paragraph 6 of the Complaint.

7. TheClegg Partieadmit the allegations contained in Paragraph 7 of the
Compilaint.
8. TheClegg Partiesadmit that Andrew Clegg is a Massachusetts resident, is the son

of Frank Clegg, and is an employee of Frank Clegg Leatherworks, lut@xcept as expressly
admitted herein, deny each and every remaining allegation in Paragraph 8 ofrthiaiGt.

9. TheClegg Partiesadmit that lan Clegg is a Massachusetts resident, is the son of
Frank Clegg, and is an employee of Frank Clegg Leatherworks,dut@xcept as expressly

admitted herein, deny each and every remaining allegation in Paragraph 9 ofrtplaiGt.



FACTS AND GENERAL ALLEGATIONS

10. TheClegg Partiesack knowledge or information sufficient to form a belief as to
the truth of the allegations contained in Paragraph 10 of the Complaghtherefore deny each
and every one of them.

11. TheClegg Partiesleny the allegtions contained in Paragraph 11 of the
Compilaint.

12. TheClegg Partiesack knowledge or information sufficient to form a belief as to
the truth of the allegations contained in Paragraph 12 of the Complaghtherefore deny each
and every one of them.

13. TheClegg Partiesleny the allegations contained in Paragraph 13 of the
Compilaint.

14. TheClegg Partiesleny the allegations contained in Paragraph 14 of the
Complaint.

15. TheClegg Partieadmit that Frank Clegg is competentindact highly skilled in
leathercraftsmanshipand is known for such skill, but except as expressly admitted herein, deny
each and every remaining allegatmontained in Paragraph 15 of the Complaint.

16. TheClegg Partieadmit that Frank Clegg is competentingacthighly skilled in
leather craftsmanship and is known for such skill, but except as expressly ddimitie, deny
each and every remaining allegation contained in Paragraph 16 of the Complaint.

17. TheClegg Partiesleny the allegations contained in Paragraph 17 of the
Complaint.

18. TheClegg Partiesleny the allegations contained in Paragraph 18 of the
Complaint.

19. TheClegg Partiesleny the allegations contained in Paragraph 19 of the
Complaint.

20. TheClegg Partieadmit that on February 18, 2010 EL Group, LLC filed for

registrationof the Lotuff & Clegg trademark with the United States Patent and Trakiédfiace



(“USPTQO”), but assert that such application was wrongful and in violation of the Clegg Parties’

commontaw rightsand undethe federal Trademark (Lanham) AdExcept as xpressly

admitted herein, th€legg Parties otherwisieny the allegations contained in Paragraph 20 of

the Complaint.

21.

The Clegg Parties admit that on November 19, 2010 the USPTO approved the

Lotuff & Clegg registration filed by EL Group, LLC, but assert that such appreasiwrongful

under the federal Trademark (Lanham) Ant in violation of the Clegg Parties’ commiam¢

and federal registration right&xcept as expressly admitted herein,@hegg Partietack

knowledge or information sufficient to form a belief as to the truth of the alegationtained in

Paragraph 21 of the Complaint and therefore deny each and every one of them.

22.
Complaint.
23.
Compilaint.
24.
Complaint.
25.
Compilaint.
26.
Compilaint.
27.
Compilaint.

28.

TheClegg Partiesleny the allegations contained in Paragraph 22 of the

TheClegg Partiesleny the allegations contained in Paragraph 23 of the

TheClegg Partiesleny the allegations contained in Paragraph 24 of the

TheClegg Partiesleny the allegations contained in Paragraph 25 of the

TheClegg Partiesleny tle allegations contained in Paragraph 26 of the

TheClegg Partiesleny the allegations contained in Paragraph 27 of the

TheClegg Partieadmit that Frank Clegg attempted to register the marks FRANK

CLEGG and F. CLEGG with the USPT@&Xxcept as expressly admitted herein, the Clegg

Partiesdeny the allegations contained in Paragraph 28 of the Complaint.

29.

Compilaint.

TheClegg Partiesleny the allegations contained in Paragraph 29 of the



30. TheClegg Partiesleny the allegations contained in Paragraph 30 of the
Compilaint.

31. TheClegg Partiesleny the allegations contained in Paragraph 31 of the
Compilaint.

32. TheClegg Partiesdmit that certain of the statements identified in paragraph 32
of the Complaint were made by or with the knowledge of cedbthe Clegg Parties. Except as
expressly admitted herein, the Clegg Parties dieallegations contained in Paragraph 32 of
the Complaint.

33. TheClegg Partiesleny the allegations contained in Paragraph 33 of the
Compilaint.

34. TheClegg Partiesleny the Begations contained in Paragraph 34 of the
Compilaint.

35. TheClegg Partiesdmit that the USPTO preliminarileniedtheapplication to
register the FRANK CLEGG and F. CLEGG malecause of the improperly obtained Lotuff &
Clegg registration filed by EL Group, LLC, but assert that such denial wagyfut and
contrary to their commolaw and federal registratiarghts Except as expressly admitted
herein, the Clegg Parties detime allegations contained in Paragraph 35 of the Complaint.

36. TheClegg Partiesleny the allegations contained in Paragraph 36 of the
Compilaint.

37. TheClegg Partieadmit that they continue to use the names FRANK CLEGG and
F. CLEGG to sell leather products, as Frank Clegg has done continuously s&ast as early
as 1976, but except as expressly admitted herein, deny each and every reregatigrain
Paragraph 37 of the Complaint.

38. TheClegg Partiesleny the allegations contained in Paragraph 38 of the
Compilaint.

39. TheClegg Partiesleny the alleg#ons contained in Paragraph 39 of the

Compilaint.



40.

Compilaint.

4].

Compilaint.

42.

Complaint.

43.

Compilaint.

44,

TheClegg Partiesleny the allegations contained in Paragraph 40 of the

TheClegg Partiesleny the allegations contained in Paragraph 41 of the

TheClegg Partiesleny the allegations contained in Paragraph 42 of the

TheClegg Partieadmit the allegations contained in Paragrapbf4Be

TheClegg Partieslenythe allegations contained in Paragraptofithe

Complaintand assert that the referenced letter speaks for. itself

45,

Compilaint.

46.

TheClegg Partiesleny the allegations contained in Paragraph 45 of the

CAUSES OF ACTION
COUNT |
UNJUST ENRICHMENT

TheClegg Partiesestate their responses to the correspondingly numbered

paragraphs above.

47.

Complaint.

48.

Complaint.

49.

Complaint.

50.

Complaint.

51.

Complaint.

TheClegg Partiesleny the allegations contained in Paragraph 47 of the

TheClegg Partiesleny the allegations contained in Paragraph 48 of the

TheClegg Partiesleny the allegations contained in Paragraph 49 of the

TheClegg Partiesleny the allegations contained in Paragraph 50 of the

TheClegg Partiesleny the allegations contained in Paragraph 51 of the



COUNT I
CONVERSION

52. TheClegg Partiesestate their responses to the correspondingly numbered
paragraphs above.

53. TheClegg Partiesleny the allegations contained in Paragraph 53 of the
Compilaint.

54. TheClegg Partiesleny the allegations contained in Paragraph 54 of the
Compilaint.

55. TheClegg Partiesleny the allegations contained in Paragraph 55 of the
Compilaint.

56. TheClegg Partiesleny the allegations contained in Paragraph 56 of the

Complaint.
COUNT I
MISAPPROPRIATION OF CONFIDENTIAL INFORMATION AND PROPRIETARY
INFORMATION

57. TheClegg Partiesestate their responses to the correspondingly numbered
paragraphs above.

58. TheClegg Partiesleny the allegations contained in Paragrapbf3Be
Complaint.

59. TheClegg Partiesleny the allegations contained in Paragrapbf3fe
Complaint.

60. TheClegg Partie deny the allegations contained in Paragrapbf &de
Complaint.

61. TheClegg Partiesleny the allegations contained in Paragrapbf@he
Complaint.

62. TheClegg Partiesleny the allegations contained in Paragrapbf@ie

Complaint.



COUNT IV
VIOLATION OF CHAPTER 93, SECTIONS 42 and 42A AND COMMON LAW
MISUSES OF TRADE SECRETS

63. TheClegg Partiesestate their responses to the correspondingly numbered
paragraphs above.

64. TheClegg Partiesleny the allegations contained in Paragrapbf@ie
Complaint.

65. The Cleg Partiedeny the allegations contained in Paragrapbf@be
Complaint.

66. TheClegg Partiesleny the allegations contained in Paragrapbf@fe
Complaint.

67. TheClegg Partiesleny the allegations contained in Paragrapbf@iie
Complaint.

68. TheCleggPartiesdeny the allegations contained in Paragrapbf@Be

Complaint.

COUNT V
BREACH OF FIDUCIARY DUTY

69. TheClegg Partiesestate their responses to the correspondingly numbered
paragraphs above.

70. TheClegg Partiesleny the allegations contained in Paragrapbfife
Complaint.

71. TheClegg Partiesleny the allegations contained in Paragrapbfihe
Complaint.

72. TheClegg Partiesleny the allegations contained in Paragrapbfiie

Complaint.

COUNT VI
DEFAMATION

73. TheClegg Partiesestate their responsestte correspondingly numbered

paragraphs above.



74. TheClegg Partiesleny the allegations contained in Paragrapbfide
Compilaint.

75. TheClegg Partiesleny the allegations contained in Paragrapbfibe
Compilaint.

76. TheClegg Partiesleny the allegations contained in Paragrapbfife
Complaint.

77. TheClegg Partiesleny the allegations contained in Paragrapbfiiie
Compilaint.

78. TheClegg Partiesleny the allegations contained in ParagrapbfiBe

Compilaint.

COUNT VII
COMMERCIAL AND PERSONAL DISPARAGEMENT

79. TheClegg Partiesestate their responses to the correspondingly numbered
paragraphs above.

80. TheClegg Partiesleny the allegations contained in Paragrapbf8@e
Compilaint.

81. TheClegg Partiesleny the allegations contained in Paragrapbf8he
Compilaint.

82. TheClegg Partiesleny the allegations contained in Paragrapbf8Be

Compilaint.

COUNT Vil
INTERFERENCE WITH PROSPECTIVE ECONOMIC ADVANTAGE

83. TheClegg Partiesestate their responses to the correspondingly numbered
paragraphs above.

84. TheClegg Partiesleny the allegations contained in Paragrapbf84e
Compilaint.

85. TheClegg Partiesleny the allegations contained in Paragrapbf8be

Compilaint.



86.

Compilaint.

87.

Compilaint.

88.

Compilaint.

89.

Complaint.

90.

Compilaint.

91.

Compilaint.

92.

TheClegg Partiesleny the allegations contained in Paragrapbf86e

TheClegg Partiesleny the allegations contained in Paragrapbf8ie

TheClegg Partiesleny the allegations contained in Paragrapbf8Be

TheClegg Partiesleny the allegations contained in Paragrapbf@Be

TheClegg Partiesleny the allegations contained in Paragrapbf3e

TheClegg Partiesleny the allegations contained in Paragrapbflfie

COUNT IX
VIOLATION OF MGLC 93A, 8§ 2, 11

TheClegg Partiesestate their responses to the correspondingly numbered

paragraphs above.

93.

Compilaint.

94.

Compilaint.

95.

Compilaint.

96.

Compilaint.

97.

TheClegg Partiesleny the allegations contained in ParagrapbfdBe

TheClegg Partiesleny the allegations contained in Paragrapbf3fe

TheClegg Partiesleny the allegations contained in Paragrapbfdbe

TheClegg Partiesleny the allegations contained in Paragrapbfdbe

COUNT X
PRELIMINARY AND PERMANENT INJUNCTION

TheClegg Partiesestate their responses to the correspondingly numbered

paragraphs above.
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98.

Compilaint.

99.

Compilaint.
100.

Compilaint.

A.

TheClegg Partiesleny the allegations contained in Paragrapbf3Be

TheClegg Partiesleny the allegations contained in Paragrapbf3Be

TheClegg Partiesleny the allegations contained in Paragraphat@de

RELIEF REQUESTED

TheClegg Partieslenythat Plaintifs areentitled to @ accounting or an award of

their profits since 2011,

B.
damages
C.
damages
D.
damages
E.
damages
F.
damages;

G.

TheClegg Partiesleny that Plaintiffs are entitled to judgment and an award of

TheClegg Partiesleny that Plaintiffs are entitled to judgntend an award of

TheClegg Partiesleny that Plaintiffs are entitled to judgment and an award of

TheClegg Partiesleny that Plaintiffs are entitled to judgment and an award of

TheClegg Partiesleny that Plaintiffs are entitled to judgment and an award of

TheClegg Partiesleny that Plaintiffs are entitled to judgment and an award of

damages, attorneys’ feescosts;

H.
l.

TheClegg Partiesleny that Plaintiffs are entitled to an injunction;

TheClegg Partiesleny that Plaintiffs are entitled to their reasonable costs and

expenses incurred in this action including, without limitation, their attorneys’ &l

J.

TheClegg Partiesleny that Plaintiffs are entitled to any other and furtherfrelie

11



AFFIRMATIVE DEFENSES

Based on the factual allegations contained in the Complaint, without admitting any
wrongful conduct on the paanyof the Clegg Parties, without admitting that Plairgi$uffered
or will suffer any loss, damage, or injury, and without assuming any burden of proibf that
would not otherwise bear under applicable ltwe,Clegg Partiesssert the following affirmative
defenses. By designating the following as affirmative defettse€Jegg Partieslo not in any
way waive or linit any defenses which are or may be raised by its denials, allegations, and
averments set forth herein. These defenses are pled in the alternative, anddite paeserve
the rights othe Clegg Partieso assert such defenses, and are raised wighnejutdice to its
ability to raise other ahfurther defenses:

FIRST AFFIRMATIVE DEFENSE

The Complaint, and each cause of action therein, fails to state a claim upon wéich rel
can be granted.

SECOND AFFIRMATIVE DEFENSE

Plaintiffs’ claims are barred in vate or in party by the doctrines iof pari delictoor
unclean hands.

THIRD AFFIRMATIVE DEFENSE
Plaintiffs have not suffered any damages from the alleged condilnet Glegg Parties
FOURTH AFFIRMATIVE DEFENSE

Plaintiffs will be unjustly enriched if allowed to recoary part of the damagésey
haveallegedly suffered or any other remdtigy seek from the alleged conductloé Clegg
Parties

FIFTH AFFIRMATIVE DEFENSE
Plaintiffs have failed to perform all of theswvn obligations to Defendants.
SIXTH AFFIRMATIVE DEFENSE
If Plaintiffs have sustained any damages, whiehClegg Partiedeny,the Clegg Parties

have a right to a setoff of the value of all expenditares damagedue and owing to them.
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SEVENTH AFFIRMA TIVE DEFENSE
Plaintiffs' claims are barred by the doctrine of waiver.
EIGHTH AFFIRMATIVE DEFENSE

Plaintiffs’ claims are frivolous, insubstantial and not advanced in good faith.

* * *

COUNTERCLAIMS AND COMPLAINT

Defendarng/Counter€laimans FrankClegg and=rank Clegg Leatherworks LLC
(together, the “Clegg Partiestpr their counterclaim against PlaintffCounteclaim Defendants
EL Group, LLC and Joseph Lotuff, and for their Complaint against DefendantsiEkefler
Lotuff and E. Alden Edmondsjlege as follows:

NATURE OF THE ACTION

1. In 2008, Plaintiff/ Counterclaim Defendant Joseph Lotuff, on behalf of his
company, PlaintifiCounterclaim DefendafiL Group LLC (togethemwith Defendants
Frederick A. Lotuff and E. Alden Edmonds, the “EL GrdRgrtie$) approached Frank Clegg
(“Mr. Clegg”), a renowned designer and manufacturer of bespoke leatheabesfand bags
order to enter a purported business relationship with Mr. Clegg. In connection witsuhing
agreement entered into betwedbe partiesJoseph Lotuff offered to use his purported marketing
expertise to sell FRANK CLEGG Signature leather products through ate/elvgh profits from
the arrangement to tsplit between Mr. Clegg and Joseph LatiaEf Group, LLG andwith the
understanding that Mr. Cleggould retainexclusive ownership in all of his designs. Wihén
Clegg became aware thaiseph Lotuff and the other EL Group Parntiese engaged in a
concerted conspiracy to defraud Mr. Cleggstealhis well-known name andoodwill, to alter
the terms of the agreement betwésem and to otherwise interfere with his business
relationshipsMr. Clegg terminatediis relationshipwith the EL Group Parties. Subsequently,
Frank Clegg Leatherworks LLC, of which Mr. Clegg is fitde member, filed a Cancellation

proceeding in the U.Ratent and Trademark Office Trademark Trial and Appeal Board to
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cancel the registration of LOTUFF & CLEGG owned by EL GrdupC, whichconsists oMr.
Clegg’s name, which Mr. Clegg never gave his consent to registiewhich was wrongfully
registered by the EL Group Partiesderogation of Mr. Clegg’s commdaw and federal
registratiorrights. During the pendency of the Cancellation proceediagain of theEL Group
Partiediled this lawsuit in an improper attempt to drain Mr. Clegg’s financial resources by
forcing him to simultaneously litigate two proceedings relating to the same soee tise
unauthorizediseand continued federal regiatronby theEL Group Parties of Mr. Clegg’s
valuable name, designs and goodwill. Accordindlis action seeks cancellation of the
LOTUFF & CLEGG egistrationon the groundnter alia, that it wasmproperly obtained
without Mr. Clegg’s consent, and for preliminary and permanent injunctive eglgttlamages
againsthe EL Group Parties for their unauthorized use and infringement of the CLEGG name,
false representations in commerce relating to the desitieiofcompetitivdeather products, as
well as for breach of contract, theft of trade secfeasdulent inducement and damagéhte
Clegg Partiesteputations.The Clegg Partieseek such relief pursuant to the Lanham Act, 15
U.S.C. § 1064, aniassachusettstatutory and common law.
THE PARTIES

2. Frank Clegg is a Massachusetsidentwhoseplace of business at 1 Ace
Street, Fall River, MA 02720Mr. Clegg is the sole member of Frank Clegg Leatherworks LLC.

3. Frank Clegg Leatherworks LLCFrank Clegg Leatherworks’ly a
Massachusettgmited liability company with a principal place of business at 1 Ace Street, Fall
River, MA 02720.

4. Upon information and belieRlaintiff/ Counterclaim DefendafiL Group LLC
(“EL Group) is aMassachusetts limited liability compamyth a principal placef business at
44 East Main Street, Carriage House, WhtA, 01082.

5. Upon information and belieRlaintiff/ Counterclaim Defendadibseph Lotuff is a
Massachusetts resident with a place of business at 4 East Main Street, Canisgefre,

MA 01082, ands a member oEL Group.
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6. Upon information and belieDefendanFrederick A. Lotuffis a Massachusetts
resident with a place of business at 4 East Main Streeia@aidouse, Ware, MA 01082, and is
a member of EL Group.

7. Upon information and belieDefendanE&. Alden Edmonds is a Massachusetts
resident with a place of business at 4 East Main StreetaGarndouse, Ware, MA 01082, and is
a member of EL Group.

JURISDICTION AND VENUE

8. This action arises under Massachusetts statutory and common laleand t
Lanham Act15 U.S.C. 8 105%t seq This Court has jurisdiction over the Massachusetts
statutory and common law claims brought in this action pursuant to G.L. c. 223A, 8§ 3 and G.L. c.
214, 8 1. This Court has concurrent jurisdiction over the Larkaralaim brought in this
action pursuant to 15 U.S.C. 8§ 11Zheamount in controversy in this action exceeds $25,000,
exclusive of interests and costs.

9. Bristol County is the proper venue for this action pursuant to G.L. c. 223, § 1,
because all defendtmreside or have a usual place of business in Bristol County.

FACTUAL ALLEGATIONS

Thirty -Five-Plus-Year History of Frank Cleqqg’s Custom Leather Business

10.  Frank Clegg Leatherworks, and its sole membkr,Clegg,arethe exclusive
owners in the United States of common law rights in the marks FRANK CLLEGGLEGG
and FRANK CLEGG LEATHERWORKS for briefcases, bags and related legtloels, and
Frank Clegg Leatherworlk®wvns United States Patent and Trademark Office ("USPTO”)
applications fothe marks FRANK CLEGG and F. CLEGG for “Backpacks; Briefcases;
Business card cases; Coin purses; Document cases; Duffle bags; Handh#ugs; hags and
wallets; Leather purses; Luggage tags; Messenger bags; Tote bagss'Wallgernational
Class 018, USPTO App. Serial Nos. 85/677,529 and 85/677,632, respectively (collectively, the
“FRANK CLEGG Marks”).
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11.  Mr. Clegg (and since its formation in 2012, Frank Clegg Leatherworks) has used
the FRANK CLEGG Marksn the United States since at least as early9&$.1 For more than
thirty-five yearsMr. Clegg has produced, marketed, promoted, distributed and sold handmade
designer leather briefcases, bags and rel@eds in interstate commerce under the FRANK
CLEGG Marks

12.  Accordingly, the FRANK CLEGG Marks haveeen welknown in the leather
goods industry for over thirtfive years due tddr. Clegg’sconsistent marketing and sale of
leather goods under the FRANK CLEGG Marks in interstate commerce, and becidugskigh
quality of Mr. Clegds products and workmanship. Due to the high quality of the design and
craftsmanship associated with feather goodsold under the FRANK CLEGG Marks, Mr.

Clegg isalsowidely known and well-respected by his peers and others in the leather industry. In
the leather industryhe names FRANK CLEGG and CLEGG are exclusively associated with
Frank Clegg Leatherworks, and its sole membiker,Clegg.

13.  Mr. Clegg has always protected his ideas, designs, patterns, manufacturing
process, suppliers, components, indusontacts and customer lists as his trade secrets and
confidential information, disclosing this information only to those employees wiged to
know such information, and always with the understanding that Mr. Clegg was the exclusive
owner of such trade secrets and confidential information.

14.  From the 1970s to the mid-19904;. Clegg regularly published catalogs of
leather products bearing the FRANK CLEGG Marks, and sold these products dodudly t
loyal customersas well aghrough hundreds of retail accounts throughout the United States,
most of which were high-ernldathergoods and luggage stores.

15. In addition to the numerous retail accounts that sold FRANK CLEGG leather
goods, inthe mid1990sMr. Clegg began sellingertain of his FRANK CLEG leatherbags,
including theEnglish Briefcas@and ZipTop Briefcasethrough a websitealled

www.charlotteswebsite.com, and continued to do so for approximatelyjeane~or many years
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beginning in or about thHate 1990’s, Mr. Clegg also sold his leather goods directly to consumers
on eBay.

16. In addition to Mr. Clegg’s sales of FRANK CLEGG-branded leather products
directly to customerondine and through various leather goods and luggage stores, lat¢he
1990s Mr. Clegg entered into a busings$ationship with Cole HaanPart of Mr. Clegg’s
agreement with Cole Haaalled forMr. Clegg to design and manufacture fosgwven different
leather bags, briefcases and other products for Cole, Md#rh werethen sold to consumers
under the COLE HAANmark. This arrangement with Cole Haan lasteda period of
apprximatelyseven years, until Cole Haan was ultimately purchased by Mike

17. Some of the products produced by Mr. Clegg for Cole Haan included Mr. Clegg’s
English Briefcase, Lock Briefeg and ZipTop Briefcase designs, two different versions of Mr.
Clegg’s duffel bag designs, Palm Pilot cases, planner cases, tie cases, cbagsytiergal pad
cases, portfolios and other products, all of which were designed and bMitt Begg.

18.  Upon the conclusion of Mr. Clegg’s long and successful relationship with Cole
Haan, neither Cole Haaror Nike continued to produce any of the products Mr. Clegg designed
during the relationshims it iscustonaryin the leathegoods industry not tatilize designs that
are substantially identic&b those of another person or entity without hawergresgpermission
to do so.

19.  Over the yeardyir. Clegg performed similar leather product design and
manufacturing services for Alden Shoe Company, Lap Sack, Saebdgonany othesmaller
leather companies, and accordiniyly. Clegg becae weltknown in the leather industry for his
design and prototype developmestvicesandthe artisanal manufacturirgf leathergoods.
Notably, none of Mr. Clegg’s businegsartnersever continued to produce Frank Clegg-designed
productsafter the termination of their relationship with Mr. Cleggthout Mr. Clegg’s consent
or without paying compensation to Mr. Clegg for the use of his renowned designs.

20.  While Mr. Clegg perfamed such prototype, design and manufacturing services

for many leather companies over the years, Mr. Clegg at all times since thieimoépis
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business in the 1970alsocontinuously manufactured and sold leather products directly to his
loyal custonersunder the FRANK CLEGG Marks

Mr. Clegq is Approached by Morgan Grays

21. Inlate2007,Mr. Clegg was approached by Stuart Grays, a businessman involved
in the leather industry who represented to Mr. CleggBeatLiberty, a welknown designer in
New York, recommendedlir. Cleggas a premieleather craftsman and designévr. Grays
was interested in working with Mr. Clegg so that Mr. Clegg coubdify Mr. Grays’ designs as
well asdesign and license certain products to Mr. Grays’ company, Morgan Grays, inoorder t
make that company’s product lin@reunique and appealingMVr. Graystold Mr. Clegg that he
had just sold part of Morgan Grays tesdphLotuff, who Mr. Grays represented was desperate
to get into the leather goods industry, and who mighbtezasted in purchasing a shardéviof
Clegds business. Mr. Clegg told Mr. Grays tlet wasnot interested in selling a share of his
business.

22.  Despite Mr. Clegg’s rebuke, Mr. Grays and Joseph Lotuff continued to court Mr.
Clegg. In 2008, Mr. Clegg finally agreed to design a single leather product to be sold by Morga
Grays: a legal box case that Mr. Grays aasepHh_otuff represented no one else was capable of
creatingfor them.

23.  Mr. Clegg subsequentlyuilt a small run ofegalbox case$or Morgan Grays, but
by the time Mr. Clegg finished manufacturing these products, Morgan Graysuvaik
business.

24.  After Morgan Grays went out of business, Joseph Lotuff continued tdvrisit
Cleggrepeatedly throughout 2008ach timeexpressg his desire to work with Mr. Clegg.

Joseph Lotuftiltimately toldMr. Clegg that there was no one ellsat hewished to work with to
create a brand of leather gopds who possessed Mr. Clegg'’s level of design skill and
craftsmanship

25.  During this time period\ir. Clegg told Joseph Lotuff that e&s working with a

leather suppliewith whomMr. Clegg had a twenty year business relationship, for the purpose of
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building up a substantial supply of leather that Mr. Clegg intended to use to build a leathe
collection for sale directly to consumers through a website, now that the internet could support
robust eeommerce businessvir. Cleggwas thus not interested in a relationship with Joseph
Lotuff, who had no experience in the leather industry.

Mr. Cleqq Reluctantly Agrees to Sell His Products Odine, with the EL Group Parties.

26. In early 2009,JcsephLotuff continued his pursuit of Mr. CleggndMr. Clegg
and Joseph Lotuff discussed a potential business venture selling Mr. Clegg’s leatmn
products orline. Mr. Lotuff told Mr. Clegg that if they agreed to go into business together, Mr.
Clegg would receive 70% of the profit from the on-line sale of his products for deseymin
manufacturing the products, and Mr. Lotuff would receive 30% of the profitdfainistering
the website.

27.  Subsequent to the discussion described in the preceding paragraph, Joseph Lotuff
brought his brothefrederick A.Lotuff (together, the “Lotuffs”)to meet Mr. CleggAt this
meeting,FrederickLotuff repeated to Mr. Clegg exactly what Mr. Clegg had previously told
Joseph Lotuff was his business plae,, to market and seMr. Clegg’s new collection dkather
products directly to consumers over the internet.

28.  During this meetingthe Lotuffs represented Mr. Cleggthat tre manufacturer
that they were currently working with did not have the ability to design productdyairitié
Lotuffs otherwise did not have any product designs or seemingly any othetisxpe
marketing or selling leather product$heLotuffs further representetb Mr. Cleggthat thiswas
why they desird to work with Mr. Clegg, who was familiar with every aspect of designing,
manufacturing, marketing and selling bespoke leather products. This statesvsiaywa below,
wasknowingly false when mades the Lotuffactually intendedo stealMr. Clegg’sproducts,
designs anexpertise and ugeéemto develop their own brand for their own benefit and to Mr.
Clegg’s detriment

29. The Lotuffspromisedo utilize their purported marketirgxpertise and alsto

invest money to helpir. Cleggin his business and to design and buildedsiteto sell Mr.
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Clegg’s productsJoseph Lotuffon behalf of EL Group,fteredto lit the profitswith Mr.
Cleggfrom sales of FRANK CLEGGignaturdeather products that were to be sekxtlusively
through the websitayith the profits from such sale® be shared as previously discussed
between Mr. Clegg and Joseph Lotu#, 70% to Mr. Clegg and 30% to the Lotuffs. Joseph
Lotuff representethat thiswas the samprofit-sharing arrangement they had during their short-
lived business relationship with Morgan Grays, andttheit purported marketing expertise
would result in significant salex Mr. Clegg’s products othe website

30. Mr. Cleggacceptedhis offer for FRANK CLEGGsignaturegproducts to be sold
through the website, which the Lotuffs agreed to build and maintain, on the conditiovs. that
Clegg would retain ownership of all designs, patterns and templates for all prealdciga the
website, and thad#r. Clegg would be the exclusive manufacturer of all such products. Mr.
Clegg agreedot to charge for any design and prototype development, and further agreed to only
charge a discounted labor rate for the manufacture of products to be sbiel wiebsiteso that
thewebsitecould reach profitability more quickly.

31. An additional material term dhe abovedescribed agreemewas thathe
Lotuffs, on behalf of EL Group, promised to purchase significant amouteatber and other
raw materials necessaligr Mr. Clegg to build thenitial run of products to be sold on the
website(it was understood that once the website reached profitability, subsequentimaigida
be provided by Mr. Clegg, hence his larger share of the profitsgxchangeMr. Cleggagreed
to devote hs entire operation exclusively to designing and buildiRANK CLEGG signature
leatherproducts for sale on the website.

32.  With this agreement in placklr. Clegg manufactured aitty-piece collection of
his bestselling leather designs, including the English Briefcase Zip Top Briefcasewithin a
few months, and in so doing contributed approximately $2 million worth of dssigites
without compensatiomwith the intenthis would allow the website to reach profitability more

quickly.
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33.  Unknown to Mr. Clegg was that the EL Group Parties never intended to live up to
the terms of the agreement described above, and thus knowingly made false statEment
material fact to Mr. Clegg, upon which Mr. Clegg relied.

34. Indeedthe EL Group Partiesever purchasesignificant amounts of leather or
other raw materialglespiteMr. Clegg repeatedlgtatingto the Lotuffsthat itwould be
necessary tdo so in order to build up the requisite amount of inventory to potential
demandor manufacture products efficiently.

35.  Also unknown to Mr. Clegg at this time, the Lotuffs had a third partner, E. Alden
Edmonds, and were purporting to be entering into the atbeseribed agreement on behalf of
EL Group. As such,tall relevant timesand unknown to Mr. Clegat the timethe Lotuff’'s
dealings with Mr. Clegg were on behalf of EL Group.

36.  Also unknown to Mr. Clegg at this tinveas that the representations made by the
Lotuffs referenced above were knowingly false when nazadkwere made with the intent of
having Mr. Clegg rely upon them. Contrary to their stated intentions, the Lotuffs fniln
Edmonds, EL Group) were conspiringdefraud Mr. Clegg antb steal Mr. Clegg’slesigns,
business and his valuable nafaetheir own benefit.

37. Atthe outset of the website business, Joseph Lotuff expressed his desire to design

leather bags witMr. Clegg, which Mr. Clegg entertained on one occasion. Howevdrathe
that resultedrom this onetime design collaboration betweéfr. Clegg and Joseph Lotuff did
not result in a product that was of the sajuelity orcaliber as Mr. Clegg’signature designs.
Accordingly,it was agreed thahis bag woulcheverbe produced for sale.

38.  Shortly thereafter, Mr. Clegg offerad sell on the websitaunique baglesign
that he had once built for a previous account: a large briefcase that could also betased to s
clothing while travelling, which was called tB&gnatureCarry All. When this bag was built by
Mr. Clegg, it wasvery wellreceived bythe Lotuffs, and the Lotuffs subsequently agreed that
Mr. Clegg, due to his decades of experience andskidjnevel, would be solely responsible for

the design and manufacturing of all products that would be sold on the website.
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39. At oraround this time, Mr. Clegg told Frederick Lotuff that if the business
arrangement did not work out, Mr. Clegg would preserve all property that Mr. Clegg had
contributed to the venturd=rederickLotuff told Mr. Clegg that this condition would be
honored, and that if the Lotuffs ever stopped working with Mr. Clegg, they would not want or
use Mr. Clegg’s designs any longétederick Lotuffnot onlyknew that this statement to Mr.
Cleggwas false when it was madaut he intended this statement tdune Mr. Clegg to
continue to share hisame products, designs and expertise with the Lotuffs.

40.  Thethirty-piececollectionof FRANK CLEGG signatre bagghatMr. Clegg
designed and manufactured sale on thevebsite includeanany ofMr. Clegg’s besselling
leather designs such his English Briefcase, Lock briefcase, Zljpp Briefcase and several of
Mr. Clegg’sclassicduffel and tote bag designs. The only products that designed for sale
through the website that had not been previously soMrb¥legg were the iPad case and iPad
sleeve(both of which were also designed by Mr. Clegg exclusively). OtheriiseClegg had
previouslymanufactured andesigned all productsr saleon the websiteinder the FRANK
CLEGG Marks and the marks of various licensees, including Cole Haan, for decades.

The EL Group Parties Change the Terms of and Breach the Parties’ Agreement

41.  WhenMr. Clegg was putting the finishing touches on the collection of products
that was to be sold through the webdite Lotuffs revealed that they intend#utke products to be
sold under the name LOTUFF & CLEGG, rather than utiteFRANK CLEGGSignature
mark as they had previouslyepresented and as wagreed, and that the website address would
bewww.lotuffclegg.com. Mr. Clegg did not agree with this course of action and exgigisse
disapproval to the Lotuffs.

42.  While Mr. Clegg ultimatelydecided to allowthe use of the LOTUFF & CLEGG
name in the spirit afomity, and in the hope that the website would support a sustainable level of
business, at no point did Mr. Clegg ever giamgonehis consento register the LOTUFF &

CLEGG name as a trademark.
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43.  Around his time the Lotuffsfor the first timeintroduced Mr. Clegg to their third
partner, Mr.Edmonds, who the Lotuffsaidwould alsobe involved in the website business.
This wasalsothe first timeMr. Cleggwas madeware of the existence BL Group, which the
Lotuffs andMr. Edmonds represented was an “investment compddgon receiving this
information, Mr. Clegg immediately expressed his disapproval of involving Mr. Ednaoriels
Group in the venture.

44,  Sales on thevww.lotuffclegg.comwebsite during its first year of operatioere
minimal, and because Mr. Clegg’s agreement with the EL Group Parties pceaiondizom
takingother workandthe EL GroupPartiesfailed to supporMr. Cleggs manufacturing
capabilitiesthe Clegg Partiesuffered significant lost profits. In fact, the EL Group Parties’
actions led to Mr. Clegg’s business not being profitédméhe first timeandMr. Cleggwas
forced to lay off an employder the first timeever

45. In an effort to increase busingsghe websiteMr. Clegg suggestthatthe
group attend a trade show so that the industry would become aware of the collectiiadd
had producedor thewebsite. As such, in or around February 2011, the Lotuffs and Mr. Clegg
attended anen’s trade shown New YorkCity, wherethe collection of leather baddr. Clegg
designed anduilt for the LOTUFF & CLEGG website received immediate and substantial
attention from those in attendance, many of whom represented that it was theoflaegon of
men’sleather goods they haVer seen.

46. During this trade show, the Lotuffs were able to obsérsehandMr. Clegg’s
marketing expertise and interaction with customansl Mr. Clegg’s presentatioagarding the
design, construction and functionality of the products resulted in numerous saiesvet at
this trade show Mr. Clegg overhealabephLotuff falsely representing tone visitor to the
LOTUFF & CLEGG booththat a “design team” was resgsilole for the collectioprather than
creditingMr. Clegg for his work on the designs. Upon information and belief, this was neither
the first nor last time that tHeL. GroupParties falsely representeathird partieghe origin of

Mr. Clegg’sproducts and those sold on the parties’ website.
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47.  Upon information and belief, the EL Gro®arties wer@able to secure numerous
retail placements for the LOTUFF & CLEGG products, including a retadant at Barney’s
New York,as a direct result dfir. Clegg’s dsign and manufacturing expertise andrésulting
positive response to the collection from those attending the NewtMal& show.Mr. Clegg
understood that the same profit sharing arrangement (70% to Mr. Clegg, 30% toGineusL
Partieswould applyto any sales to retail accounts

48. Intruth, however,Hese retail accountgere pursuethy the EL Group Partsefor
their solebenefit, and to the detriment of tidegg Parties Whenever Mr. Clegg asked to
review the retail account orders, he was toldrbederickLotuff that the venture’s finances were
none of Mr. Clegg’s concern. h€ details of the retail accourdssales theretwere concealed
from the Clegg Parties by the EL Group Partgexd this became a subject of consistent
disagreemerttetwea Mr. Clegg and th&L Group PartiesThe Clegg Partiehave never
shared in any profits derived from thalesof Mr. Clegg’s productéy the EL Group Partige
retail accountsand have never been compensated for providing the design and manufacturing
expertise that made such products and sales possible.

49.  With the increased exposure from attendingNleg Yorktrade show, sales to the
LOTUFF & CLEGG website increased, causing Mr. Clegg to once agamgatto ramp up
production in order to meet demand.

50. At the same timg-rederickLotuff began to spend a significant amount of time at
Mr. Clegg’'smanufacturing facilitywhere he consistently interrupted Mr. Clegg’s manufacturing
to insist that Mr. Clegg create small batches of random products that Mr. {adsefiy
represented were to be used for marketing purposes. These interruptions creat@mdament
in Mr. Clegg'smanufacturing facilitywhere it became impossible to meet the demand of
incoming orders.

51. Upon information and belieErederickLotuff was causingir. Clegg to interrupt
manufacturing and to incur the expense of creating small runs of leather gdbd#se EL

Group Parties could have the products reversgineered and manufactured more cheaply at
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another facility, while only paying Mr. Clegg the cost of discounted wholedadettacreate a
prototype, as opposed to the cost for Mr. Clegg’s development of the designs, prototypes,
patternsand manufacturing techniques used to create these gadidstwhich are costs that
would normally be paid bg licensee of Mr. Clegg’s designs and patterns.

52.  Additionally, EL Group Parties, under tfese pretasethatsuch information
would be used for marketing purposes mahcrease sales on thwavw.lotuffclegg.com
website wrongly and in bad faith convinced Mr. Clegg to reveal to theghly valuable trade
secrets andonfidential information thatir. Clegy hadacquired over hithirty-plusyears of
designing and manufacturing products in the leather industry, including how and avhere t
purchase leather efficientlilow to ensure th&tatheris of the highest quality, how to use an
entire hide to maximize production, how to use scraps of leather to make items WHah se
hundreds of dollars, how to properly finish edges, and how to use certain types of glads, thre
hardwareand manufacturintechniques to creatiurable bespoke leather gooddl of this
information is confidentiahnd proprietaryrade secret informatidoelonging to Mr. Clegghat
Mr. Clegg would not have revealed to the EL Group Parties but for the EL Group Parties’
intentionally false and rsleading statements to Mr. Clegg.

53.  Furtherthe Lotuffswere observed writing down codes of various raw materials,
including thread colors, edge dyes, and hardware, photocolglyinQlegg’s original design
drawingsand removingonfidential supplier infomationand customer list&@ll of which
information was confidential and proprietary to Mr. Clefygin Mr. Clegg’smanufacturing
facility, all in furtherance of the EL Group Parties’ wrongful efforts to defraud Mr. Cleggoand t
steal his valuable desigmd manufacturing expertise and use such proprietary knowledge for
their own benefiand to the Clegg Parties’ detriment

54.  Also during this time, th€legg Partietearnedthatthe EL Group Parties had,
without permission and for no legitimate purpassgretlyremoved from Mr. Clegg’s
manufacturing facilityseveralpatterns and productisat weran inventory, again for the purpose

of converting these valuable designs, products and patterns to their own use.
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55.  Upon information and beliethese trade seets and confidential information
continue to unjustlgnrichthe EL GroupPartiesoday, at thexpense of th€legg Parties

56. The Clegg Partieturther learnedhatat or around the same tineders were
being deleted fronvir. Clegg’scomputer systerby the EL Group Partiebut were still being
shipped out to customers for the exclusive benefit of the EL Group Parties.

57.  Duringthis time JosephLotuff approached/r. Clegg and said that he wanted to
enter into a formal written agreemergarding the business venture betwigenClegg ancEL
GroupLLC. JosephLotuff stated to Mr. Clegg that because there were three partngts of
GroupLLC, that the agreed upon profit split from the website should be reversed, with 70% now
going tothe EL GroupPartiesand 30% tdMr. Clegg. Mr. Clegg would not agree to this
modifiedarrangement and insisted that the profit sharing arrangement frovelisée business
be left as originally agreetd, namely, 70% of profits tMr. Clegg and 30%f profitsto theEL
Group Parties.

58. From the time JeephLotuff attempted to altethe agreementwhich Mr. Clegg
had performed and relied upon, Mr. Clegg and the EL Group Parties consistenttyargue
how the profits should be spilt, with tB# Group Partiemsisting o the proposed revised
profit sharing arrangement as set forth abof&eno point did Mr. Clegg ever agreedaevised
profit sharing arrangement, and at no p@ms any written agreement ever entered into between
Mr. Clegg and any of the EL Group Pagthat modified their prior oral agreement (or
otherwise)

59. Having become highly skeptical of tB& Group Partiedbusiness ethics and true
intentions for the website business, Mr. Clegg began regularly requastopy of the website
business balance sheetFor manymonths, the EL Group Parties ignored Mr. Clegg’s requests
in this regard.

60. When Mr. Clegg was finally provided withbalance sheghe was surprised and
upset to find that the document referenced over three hundred thousand($80i@y300.00) in

so-called market resear@nd photography costs that had been charged against the venture,

26



without Mr. Clegg’'sknowledge or consent. Mr. Clegg immediately objected to thiksged
costs beingleducted from thevebsite busine&s profits because thEL Group Parties
previouslyhad represented to Mr. Clegg that these matters were being handled “ii’house

61. Mr. Cleggfurtherdiscovered thahese' market researc¢rand “photography”
expenditures were actuallywnecessary and wasteéxdpenduresused forparties, traveand
other entertainment for the EL Group Parties and their friends.

62. On information and belief, these marketing expenditures represent nothing more
than the EL Group Partieharging personal entertainment and traxglense$or themselves
and their personal friends against gefits of the website business in a wrongful, bad faith
attempt to pass the costs of these excassesMr. Clegg, who had been systematically shut out
of any involvement in thevebsite’sfinances, despitieis repeated inquiries and expressions of
concern into the same.

63.  Thesignificantpurported farketing costs incurred by thEL Group Parties
without Mr. Clegds knowledge or consent resulted in significant [osffits to thewebsiteand
accordinglyto Mr. Clegg, such that Mr. Clegg has never shared in any profits fromethste
business anbashad to bear significant personal losses as a result of other lost work and
business opportunitieturing the time of his association witretkL Group Parties

64. In or aroundSeptembeR011,after learning that the Lotuffs and EL Group Parties
surreptitiously and in breach of their agreement were manufacturing Elagg designed
products without Mr. Clegg’s involvememr. Cleggconfronted the LotuffsWhenconfronted,
FrederickLotuff told Mr. Clegg that: “I guess we’re both going to be making the same bags and
selling them to the same customers.” Furthesepb Lotuff told Mr. Clegg that he would “bury
you and knock off every bag you make,” by putting “a Mexican spin on them,” and tHat the
Group Partigsgoal was to use their substantial financial resources to “make it look like Fran

Clegg never existed.”
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65. These statements by the EL Group Parties reveal the true nature of theiomstenti
all along-to steal Mr.Clegg’'sname products, designs, expertise and, ultimately, his business,
for their own enrichment.

66. Mr. Clegg was severely distressed as a result of these threats and became
concerned for the safety and security of his family, employeemandfacturing facility

67. Accordingly, Mr.Cleggimmediately terminated any further dealings with Ehe
Group Parties, locked the EL Group Parties out of his faatwring facility, and demanded that
theEL Group Partiesease usinis name, patternanddesigns in connection with the sale of
any leather products.

68.  Since the termination of the Clegg Partregationship with the EL Group
Parties the EL GrougPatieshavecontinued to sell leather goods drae systematically
routinelyand continuouslygopied numerous Frank Cleggsignedeather produet including
the Lawyer'sBriefcase a dropin leather zipper pocket desiphby Mr. Clegdor CLEGG
duffels, and the Tall Totedg This conduct continues today.

69.  Since the separation,skph Lotuff has also falsely represented to consumers and
potential consumertthat hedesigned and/or contributed to the design of Mr. Clegg’s products.
In addition, Joseph Lotuff hdalsdy represerdd in the industryhat a backlog of LOTUFF &
CLEGG orders was due to the improper actions olegg Partiesas opposed to tHel Group
Parties’refusal to purchase leathemd other raw materials in appropriate volumes,taanl
constant insistence that Mr. Clegg interrupt production to build small rutesidd, rather than
building up an inventory of products sellas Mr. Clegg had repeatedly recommended

70. Because th&L Group Partiebave continue to produce products that are
identical knockeffs of Mr. Clegg’s original designgnd to falsely market those products as
original LOTUFF leather designdeEL Group Partiebave unfairly leveraged thieagreement
with Mr. Clegg and foreclosed tli&legg Partiesrom selling authentic Clegdesigned products
in certain retail accounts, such as Barney’s New York, which will not selieaéptoducts to

those already in its catalog. TRé& Group Parties’ production of knock-off designs émeir
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false statemeniadicaing thattheyor members ofheir “team” areresponsible for these designs
and imputing the professional reputation of Frank Ckegyg designer and manufactunave
further subjected th€legg Partieso subsantialdamages.

Mr. Cleqq Learns of the EL Group’s Trademark Infringement

71. Inor around November 2012, during the application process to register the marks
FRANK CLEGG and F. CLEGG with the United States Patent and Trademfck Of
(“USPTQ"), Mr. Clegg learned for the first time thd&L Group, LLC DBA Lotuff & Clegg”
had federally registered the LOTUFF & CLEGG maakgclusivelyfor the benefit otheEL
Group Parties, and contrary to the notion that any business relatienshipxisted betweevir.
Clegg andany oftheEL Group Parties The LOTUFF & CLEGG markonsists of the name of a
particular living individualnamelyMr. Clegg,and was registeragithout Mr. Clegg’s consent,
and indeed without any notification to Mr. Clegatsoever

72.  Upon information and belief, in or around May of 2011, the EL Group Parties
registered the domain name www.frankclegg.com solely for the purpose of uodarpeting
with Mr. Clegg, by preventing Mr. Clegg from using the domain name consisting of his own
nane, and the trademark under which Mr. Clegg had sold his handmade leather briefcases and
bags for over three decades.

73.  Mr. Clegg has made it clear to tRé Group Parties on muerous occasions since
terminatinghis relationship with them that they cannot use or register any name or mark that
contains Mr. Clegg’s surname or full name on or in connection with the marketing or sale of
leather productsand that they have no legitimate right towwew.frankclegg.can domain
name and has repeatedly demanded that the EL Group Parties return the domain name to Mr.
Clegg

74.  The website www.lotuffclegg.com, www.lotuffanclegg.com and
www.frankclegg.conareno longer active, but www.lotuffclegg.com and
www.lotuffandclegg.conturrently Ink to the EL Group Partiegurrent website,

www.lotuffleather.com, which contains numerous prodtltasare identical knocloffs of Frank
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Cleggdesigned briefcases abédgs, including the English Briefcase, Lock Briefc&p;Top
Briefcase Tall Tote, andnanyothers, and falsely suggests to consumers that such products are
original LOTUFF designs.

75. Based on the foregoing facts alleged in this Counterclaim and Complaint, which
arise out of the same series of transactions and occurrences as the claims aleged in t
Compilaint filed in this action by Plaintiffs Joseph Lotuff and EL Gragfendants Frederick
Lotuff and E. Alden Edmonds are subject to joinder as Defendants in this action pursuant to
Rules 13(h), 19 and 20 of thassachusettBules of Civil Procedure.

CAUSES OF ACTION

COUNT |
FEDERAL TRADEMARK INFRINGEMENT
(15 U.S.C. § 1125; Lanham Act § 43)

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederiaiktuf, E.
Alden Edmonds and EL Group, LLC)

76. TheCleggPartiesrepeat and thereby incorpordte reference all of the
allegations set forth ithe above paragraphs, inclusive, of this Counterclaim and Complaint.

77. TheEL Group Parties failed to gain Frank Clegg’s consent téettheral
registration oEL Groups LOTUFF & CLEGG mark, and Frank Clegg has not consented and
does not consent to the EL Group Parties’ use or registration of the marks FRAMBGCE.
CLEGG, FRANK CLEGG LEATHERWORKS or any other markdomain name, including
www.frankclegg.comg¢ontaining CLEGG for leather bags or related products or services

78. Because th&L Group Parties are not using the LOTUFF & CLEGG mark in
commerce, and have no intention to resume any such use, EL'$Gmoan has lost all capacity
as a source indicator f&L Grougs or any of theEL Group Partiegproducts

79. Because Frank Clegg first used one or more of the FRANK CLEGG Marks on
leather briefcases, bags and related products several decadesheeEiresroudiled USPTO
Application Serial No. 77/938,595, or began ugimg LOTUFF & CLEGGmark, and such use
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by Frank Clegg and Frank Clegg Leatherworks has been continbhe@egg Partiehave
priority of use.

80. By virtue oftheClegg Partiedong, continuous, extensive and exclusive use and
marketing, production and sale of, and the consistent sale and purchase of |esftteesdsy;i
bags and related products under the FRANK CLEGG Marks, the FRANK CLEGK: Mave
come to be recognized by tredevant public as identifying leather briefcases, bags and related
products having their origin in or otherwise associated exclusively with Fragk @hel Frank
Clegg Leatherworks

81. TheLOTUFF & CLEGG nark for leather bags and related products is sirtolar
Frank Clegg Leatherworks’ FRANK CLEGG Marks. For example, both markoarprised of
the word CLEGG. Furthethe LOTUFF & CLEGGmark evokes the same or a highly similar
connotation as the FRANK CLEGG Marks, and both marks are used for identical goodg, name
leather bags, briefcases and related products. Indeed, the thedhyGroup Parties of the
CLEGG portion othe LOTUFF & CLEGGmark wasand is intended to borrow from the
reputation and recognition of the CLEGG name and the FRANK CLEGG Marks. Thesparti
respective productss sold under their respective maik® marketed to and purchased by the
same class of consumers in the same and overlapping trade channels. Algcardirdgely
that consumers will mistakenly believe thia¢ LOTUFF & CLEGGmark for bags and other
leather goods is connected to or associated with Frank Clegg, Frank Cleggwedthertheir
FRANK CLEGG, F. CLEGG or FRANK CLEGG LEATHERWORKS leather products

82.  The continued registration and use of tlETUFF & CLEGG mark forleather
bags, briefcases and relamabds, and the continued ownership of the frankclegg.com domain
name,by the EL Group Partieswould be inconsistent with Frank Clegg and Frank Clegg
Leatherworkstights in its FRANK CLEGG Marks and wilontinue toccause irreparable
damage to the Clegg Parties, and the Clegg Parties have no adequate remeay stlaweflcts.

83. The Clegg Parties have suffered monetary damages based on the EL Group

Parties’ false statements.
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COUNT II
FALSE REPRESENTATION S IN COMMERCE
(15 U.S.C. § 1125; Lanham Act § 43)

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederiakuff, E.
Alden Edmonds and EL Group, LLC)

84. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegatians set forth in the above paragraphs, inclusive, of this Counterclaim and Complaint.

85. Joseph Lotuff, a member &L Group has made commercial statements in
connection with the sale of leather goods, falsely representing to conshatdvk.tLotuff was
the designer and/or contributed to the design of the leather products currehby &bl Group
on its websitevww.lotuffleather.comwhich products were actually designed exclusively by
Frank Clegg.

86. These false statements are likely to deceive as to the affiliation, connection,
association and origin of the EL Group PaitléSTUFF leather products, and to falsely create
the impression that these identical products are in some manner connectédtliated avith
the Clegg Partiésdentical products, which were in fact designed by and have been sold by
Frank Clegg to the same class of consumers for over thirty years.

87. Thesefalse statements hacausedrreparabledamage to th€legg Partiesand
unless enjoined will continue to cause irreparable damage to the Clegg Padtithe €legg
Parties have no adequate remedy at law for such acts.

88. The Clegg Parties have suffered monetlagages based on the EL Group

Parties’ false statements.

COUNT Il
BREACH OF CONTRACT

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederiakuff, E.
Alden Edmonds and EL Group, LLC)

89. TheClegg Partiesepeat and thereby incorporate by reference all of the

allegations set forth ithe above paragraphs, inclusive, of this Counterclaim and Complaint.
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90. Joseph Lotuff, on behalf e EL GroupParties offered to enter into a
contractual relationship witkir. Clegg on the terms th#tr. Clegg would use his expertise
designing and manufacturing leather products for sale on a website thathesgdministered
by theEL Group Parties, with the resulting profits from such website businesstalexi70%
to Mr. Clegg, and 30% to the EL Group Partiddr. Clegg acceptegerformed and relied upon
this offer, by devoting the entire operation of his business to fulfilling the obligationsf sai
agreement.

91. In addition to the sales of products on the parties’ website, Mr. Clegg’s agreement
with the EL Group Parties was underst@odnclude the sale oing products manufactured by
the Clegg Parties and sold to retail accounts, including (without limitation), yBaudew York.

92. TheEL Group Parties have never shared any profits MithClegg or any of the
Clegg Partiesfrom the sales generated by the parties’ website or from sales to retail accounts
and accordinglyave breached the parties’ agreement.

93. TheClegg Partiehave suffered damages in the form of lost profits basedeon

EL Group Parties’ breach.

COUNT V.
BREACH OF THE COVENANT OF GOOD FAITH AND FAIR DEALING

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederickf, E.
Alden Edmonds and EL Group, LLC)

94. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth ithe above paragraphs, inclusive, of this Counterclaim and Complaint.

95. Implicit in everyagreemenis a promise of good faith and fair dealing.

96. TheEL Group Partiescted inconsistently with the justified expectations of the
Clegg Partiesinder their agreement bpter alia, refusing to abide by the agreedonsplit in
profits and indeed never sharing any profits, representing th&Lt&roupPlaintiff's use of the
Clegg Partiestime, labor, materials, confidential informatjand goodwillwas in service of
the agreement between the parties and not for the EL Group Parties’ benefihearmbotuct

evidencingheir intent to never abide by the agreement.
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97. Inso doing, th&L Group Partieslestroyed the right of tHélegg Partieso
receivethe fruits of the contract.
98. As adirect result of thEL Group Parties’ breaches, tGéegg Partiehave

suffered damages.
COUNT V
INTENTIONAL AND/OR NEGLIGENT MISREPRESENTATION

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederiakuff, E.
Alden Edmonds and EL Group, LLC)

99. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla

100. TheEL Group Partiesnade false represetitans of material fact regarding their
intentions concerning their proposed business venture.

101. These representations were faldegen madeand the EL Group Parties
intentionally and/or negligently made such false representations.

102. These representations hieé purpose of inducing th&legg Partieso expend
time and labor, and to provide confidential information araderials to th&L Group Parties.

103. Injustifiablereliance on these false representations, the Clegg Randiased
time, labor, materials, a@nconfidential information to the EL Group Partiegheir detriment.

104. TheEL Group Partiefailed to exercise reasonable care or competence in
obtaining anccommunicating these representations.

105. As a direct and proximate result of the conduct oBhé&sroup Parties, th€legg

Partieshave been damaged.
COUNT VI
FRAUDULENT INDUCEMENT

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Fredericiktuf, E.
Alden Edmonds and EL Group, LLC)

106. TheClegg Partiesepeat and thereby incorporate by reference all of the

allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla
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107. TheEL Group Partiesnade false representations of material fact regarding their
intentions concerning their proposed business venture.

108. TheEL Group Partieknew that these representations were false.

109. TheEL Group Parties acted with the purpose of inducinglegg Partieso
expend time and labor, and to provide materials and confidential information to the EL Group
Parties

110. Injustifiable reliance on these false representat@mugo their detrimentthe
Clegg Partieprovided time, labor, materials, and confidential information to the EL Group

Parties

COUNT VII
VIOLATION OF M.G.L. ch. 93A, §§ 2, 11

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederickt#f, E.
Alden Edmonds and EL Group, LLC)

111. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusiw@jso€ounterclairand Complaint.

112. TheClegg Partieand theEL Group Partiesre engaged in a trade or commerce
in Massachusetts within the meaning of Mass. Gen. Laws ch. 93A.

113. TheClegg Partiesleveloped leather goodbge subject matter of thgarties’
agreement, in Massachusetts, #mneEL Group Parties generated and distributesl
Defendants’ goods fromlassachusetts.

114. TheEL Group Parties havengaged in unfair and deceptive acts and practices, as
described above, in violation of Section 2 of Mass. Gen. Laws ch. 93A. Those acts andgracti
include, without limitationjnducing Mr. Clegg to enter an agreement with the EL Group Parties
without ever intending to perform said agreemstating that if thd&eL Group Parties and Mr.
Clegg ever stopped wking together, th&L Group Partiesvould not want or use Mr. Clegg’s
designs any longer, filing a trademark incorporating Mr. Clegg’s nhameutiths consent,

falsely representing to buyers that a “design team” was responsible fdeggeRartie’s
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collection, secretly using the Clegg Partieade secrets and confidential information, and
registering a domain name in Mr. Clegg’s name after the agreement was terminated
115. TheClegg Partiesvere deceived iand acted upon that deception in
Massachusedt
116. The losses incurred lilie Clegg Partiesrom theEL Group Partiesvere
sustained in Massachusetts.
117. TheEL Group Parties’ violations of Section 2 have been knowing and/or willful.
118. TheEL Group Parties have caused damages in an amount to be deteatmined

trial, which should be doubled or trebled by the Court.

COUNT VIII
UNJUST ENRICHMENT

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederickt#f, E.
Alden Edmonds and EL Group, LLC)

119. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla

120. TheEL GroupDefendants have received a benefit by taking advantage of the
Clegg Partiegime, labor, materials, confidential informaticand goodwill, both during the
term of their agreement and in their wrongful business thereafter.

121. TheEL Group Defendants have knowledge of this benefit.

122. An acceptance or retention by the GroupDefendants of treebenefis under

such circumstancegould be inequitable without paymenttbkirvalue

COUNT IX
MISAPPROPRIATION OF TRADE SECRETS & CONFIDENTIAL INFORMATION

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Fredericiktuf, E.
Alden Edmonds and EL Group, LLC)

123. TheClegg Partiesepeat and thereby incorporate by reference all of the

allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla
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124. TheClegg Partie®wnthe trade secrets and confidential imi@ation described
above.

125. TheClegg Partiehavetaken reasonable steps to protect its trade secrets and
confidential information.

126. TheEL Group Parties have misappropriated Clegg Partiedrade secrets and
confidential informatioras described above.

127. TheEL Group Parties’ misappropriation has causedegg Partieslamages in
an amount to be determined at trial.

128. The EL Group Parties’ misappropriation ltasisedhe Clegg parties irreparable
harmand unless enjoined will continue to cause irreparable damage to the Clegg &aittas,

Clegg Parties have no adequate remedy at law for such acts.

COUNT X
MISAPPROPRIATION OF TRADE SECRETS (M.G.L. ch. 93 §42)

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederickf, E.
Alden Edmonds and EL Group, LLC)

129. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla
130. M.G.L. ch. 93, § 42 providester alia, that whoever stealsnlawfully takes,
conceals, or copies, or by fraud or deception obtains with intent to convert to his own use, a trade
secret, regardless of value shall be liable in tort for damages in an amount up éotloskb|
found.
131. The trade secrets described abaketrade secrets of tidegg Partiesvithin the
meaning of M.G.L. ch. 266, § 30 and M.G.L. ch. 93, § 42.
132. TheClegg Partiehavetaken reasonable steps to protect its trade secrets.

133. TheEL Group Parties have misappropriated@egg Parties’ trade secrets.
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134. The EL Group Parties’ misappropriation has caused the Clegg parties irreparabl
harmand unless enjoined will continue to cause irreparable damage to the Clegg &aittes,
Clegg Parties have no adequate remedy at law for such acts.

135. TheEL Group Parties’ misappropriation has causedlegg Partieslamages in

an anount to be determined at triathich amount should be doubled by the Court.

COUNT Xl
CIVIL CONSPIRACY

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Létefflerick A. Lotuff, E.
Alden Edmonds and EL Group, LLC)

136. TheClegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla

137. As alleged in this Counterclaiand Complaint, numerous underlying tortious acts
against theClegg Partiehave been committed.

138. TheEL Group Parties agreed to work tow#neseunlawful results and take steps
to dothem,and that each separd&é& GroupPartyknew that the othdfL GroupParties’
conduct constituted a breach of dugchEL GroupParty’'smutualassistance was a substantial
factor in causing the resulting torts, and eBthGroupPartyhad unlawful intent in providing
that assistance.

139. TheEL Group Parties’ conduct caused damages t€tbgg Parties

COUNT XIL
TORTIOUS INTERFERENCE WITH PROSPECTIVE ECONOMIC ADVANTAGE

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederickuf, E.
Alden Edmonds and EL Group, LLC)

140. The Clegg Partiesepeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla
141. TheClegg Partiebad business relationships or prospective contracts with

customers and prospective customers and other distributors.
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142. TheEL Group Parties knew that tlidegg Partiehiad expected to continue in a
relationship with these various customers and prospects, including withoutiimiBarneys
New York.

143. Notwithstanding such knowledge, the EL Group Parties interfered through
improper motive or means, with t¥egg Partiesrelationships with these customers and
prospects.

144. As a result of the EL Group Partiesnduct, theClegg Partiehave suffered

damages.

COUNT XI1L
COMMON LAW TRADEMARK INFRINGEMENT

(Frank Clegg and Frank Clegg Leatherworks, LLC vs. Joseph Lotuff, Frederiakuff, E.
Alden Edmonds and EL Group, LLC)

145. The Clegg Parties repeat and thereby incorporate by reference all of the
allegations set forth in the above paragraphs, inclusive, of this Counterclaim and i@ompla

146. The EL Group Parties failed to gain Frank Clegg’s consent to the use by the EL
Group of the LOTUFF & CLEGG mark, and Frank Clegg has not consented and does not
consent to the EL Group Parties’ use of the marks FRANK CLEGG, F. CLEGG, KRAN
CLEGG LEATHERWORKS or any other mark or domain name, including
www.frankclegg.com, containing CLEGG for leather bags or related produsesyvices.

147. Because the EL Group Parties are not using the LOTUFF & CLEGG mark in
commerce, and have no intention to resume any such use, EL Group’s mark has lostibll capa
as a source indicatéor EL Group’s or any of the EL Group Parties’ products.

148. Because Frank Clegg first used one or more of the FRANK CLEGG Marks on
leather briefcases, bags and related products several decades before thepieGaawsing
the LOTUFF & CLEGG mark, and such use by Frank Clegg and Frank Clegg Leatkeehas
been continuous, the Clegg Parties have priority of use.

149. By virtue of the Clegg Parties’ long, continuous, extensive and exclusive use and

marketing, production and sale of, and the consistent saleuaciigse of leather briefcases,
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bags and related products under the FRANK CLEGG Marks, the FRANK CLEGK: Mave

come to be recognized by the relevant public as identifying leather basfdegys and related
products having their origin in or otherwise associated exclusively with Fragk @hel Frank
Clegg Leatherworks.

150. The LOTUFF & CLEGG mark for leather bags and related products is stmila
Frank Clegg Leatherworks’ FRANK CLEGG Marks. For example, both markoarprised of
the word CLEGG. Furthethe LOTUFF & CLEGG mark evokes the same or a highly similar
connotation as the FRANK CLEGG Marks, and both marks are used for identical goodg, name
leather bags, briefcases and related products. Indeed, the use by the EL GresipRhe
CLEGG potion of the LOTUFF & CLEGG mark was and is intended to borrow from the
reputation and recognition of the CLEGG name and the FRANK CLEGG Marks. Thesparti
respective products, as sold under their respective marks, are marketed to haskepouoy the
sane class of consumers in the same and overlapping trade channels. Accordmikely
that consumers will mistakenly believe that the LOTUFF & CLEGG mark for ad®ther
leather goods is connected to or associated with Frank Clegg, Frank Cleggwedther their
FRANK CLEGG, F. CLEGG or FRANK CLEGG LEATHERWORKS leather products.

151. The continued use of the LOTUFF & CLEGG mark for leather bags, briefcases
and related goods, and the continued ownership of the frankclegg.com domain name, by the EL
Group Parties would be inconsistent with Frank Clegg and Frank Clegg Leatherwdnksimig
its FRANK CLEGG Marks and will continue to cause irreparable damage toelg €hrties,
and the Clegg Parties have no adequate remedy at law for such acts.

152. As a resllt of the EL Group Parties’ conduct, the Clegg Parties have suffered
damages.

PRAYER FOR RELIEF

WHEREFORE the Clegg Partiepray for judgment itheir favor and againghe EL

Group Parties as follows:
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1. ThatJoseph Laif and EL GroupLLC take nothing by reason tifeir Complaint,
that the Complaint be dismissed with prejudice, and that judgment be entered in faeor of t
Clegg Partieshe Complaint;

2. For a preliminary and/or permanent injunction agaimsEL Group Partieshat
enjoins ad restrains th&L Group Partiegheir officers, directors, employees, agents, attorneys,
and those in privity and/or active concert with them from:

a. under Counts &nd XIlII, infringing the Clegg Parties’ FRANK CLEGG
Marks and from using the names CLEGG-®&ANK CLEGG and LOTUFF
& CLEGG and the domain names lotuffandclegg.com and frankclegg.com,
and any other names or marks that are confusingly similar to any of the
FRANK CLEGG Marks

b. Under Count I, maintaining U.S. Registration No. 3872561 for the LOTUFF
& CLEGG mark;

c. Under Count I, maintaining ownership of the www.frankclegg.com and
lotuffandclegg.com domain names;

d. under Count limaking false representatiomscommerce

e. under Count VII, engaging in unfair and competitive practices against the
Clegg partes;

f. under Counts IX and X from using the Clegg Parties’ trade secrets and
confidential informationand

g. under Count XII frominterfering withthe Clegg Partiebusiness.

3. For a declaration by this Court tHalt Group LLC’s U.S. Registration No.
3872561for the LOTUFF & CLEGG markshall be cancelled by the USPTth an order to the
USPTO to cancel saiggistration

4. For a declaration by this Court that EL Group, LLC’s registration of the
lotuffandclegg.com domain name shall be cancelled and the frankclegg.com domain name sha

be transferred to Frank Clegg, with an order to the registrars of such domaintoaaese! the
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lotuffandclegg.com domain name and to transfer the frankclegg.com domain name to Frank
Clegg;

5. That the Clegg Parties be awarded the damages prayed for herein;

6. That the Clegg Parties be awarded trebled damages, attorneys’ fees and costs
pursuant to Count VII of this Counterclaim and Complaint;

7. That the Clegg Parties be awarded double damages pursuant to Count X of this
Counterclaim and Complaint;

8. That the Clegg Parties be awarded enhanced damages pursuant to Counts 1 and II
of this Counterclaim and Complaint pursuant to 15. U.S.C. §1117; |

9. That the Clegg Parties be awarded its costs and attorneys’ fees incurred in defense
of this action, as provided by law; and

10.  For such other and further relief as the court may deem just and proper.

FRANK CLEGG, FRANK CLEGG
LEATHERWORKS, LLC, ANDREW CLEGG and
IAN CLEGG

By their attorneys,

Timothy H. Madden (BBO# 654040)
Brendan T. St. Amant (BBO# 672619)
DONNELLY, CONROY & GELHAAR, LLP
260 Franklin Street, Suite 1600
Boston, Massachusetts 02110

(617) 720-2880 (T)

(617) 720-3554 (F)

thm@dcglaw.com

bts@dcglaw.com

Dated: June 27, 2014
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CERTIFICATE OF SERVICE

I hereby certify that on this 27th day of June, 2014 a true copy of the above document
was served upon the attorneys of record by email and mail.

72 L

Brendan T. St. Amant
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